Examination Guidelines on Certification Marks, Collective Trademarks and
Collective Membership Marks

1. Preface

Certification marks, collective trademarks, and collective membership marks are
all protected subjects under the Trademark Act. Because certification mark, collective
trademark, and collective membership mark differ in definition, nature, and function
from a trademark, the requisite application documents and qualifications for applicants
differ from those for trademark as well. To provide a basis for examination of such
cases, the Examination Guidelines on Certification Marks, Collective Trademarks and
Collective Membership Marks (hereinafter the "Guidelines") were established and
issued on 25 July 2007. The Trademark Act was amended in 2011, and new provisions
regarding definition of geographical certification mark, geographical collective
trademark, and geographical collective membership mark, as well as the matters that
should be set forth in the regulations governing the use of the mark, and the definition
of use of such marks were included in the amendment. The Guidelines are therefore
hereby amended.

2. Certification marks
2.1 Definition

A certification mark, which is applied for registration by a juridical person, a
group or a government agency which is competent to certify, is a sign that serves to
certify a particular quality, accuracy, material, mode of manufacture, place of origin or
other matters of another person's goods or services by the proprietor of the certification
mark and distinguish the goods or services from those that are not certified, if the
proprietor allows such person to use the mark on goods or services which are in
accordance with the conditions prescribed in the regulations governing the use of the
mark (Paragraph 1 of Articles 80 and Paragraph 1 of Article 81 of the Trademark Act).
Therefore, in addition to the function of certifying that a good or service has certain
characteristics, a certification mark also functions to identify and distinguish goods or
services from those that are not certified.

The proprietor of a certification mark has an obligation to exercise management
and supervision to maintain and protect a certification mark's functions of certification
and identification. The proprietor has to ensure that the certification mark is used in
accordance with the regulations governing the use of the mark, and that the particular
quality, accuracy, material, mode of manufacture, and place of origin of the goods or
services certified by the certification mark are met, and must safeguard consumers'
rights and interests in using the certification mark to recognize the characteristics of
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the goods or services.

A certification mark may be classified, according to the matters being certified,
as either a general certification mark or geographical certification mark. A general
certification mark certifies the quality, accuracy, material, mode of manufacture, or
other matters of a good or service, whereas a geographical certification mark certifies
the place of origin of a good or the place where a service is provided.

Where the certification mark serves to certify a place of origin, the goods or
services from that geographical region shall have a given quality, reputation or other
characteristic (Paragraph 2 of Article 80 of the Trademark Act). The provision of the
Trademark Act stipulating "the goods or services from that geographical region shall
have a given quality, reputation or other characteristics" refers to the characteristics a
good or service possesses due to geographical factors. That is, the quality, reputation,
or other characteristics of a good or service are sufficiently related to the geography of
that region, being attributable to, for example, the soil, climate, wind, water quality,
elevation, humidity in that region, or are related to the manufacturing process,
production methods, manufacturing techniques that are traditional or unique to that
region (see Section 2.3.3.2(3) of the present Guidelines for reference). If the character
or quality of the goods to be certiflied by a certification mark is purely the result of
the exercise of supervision and control according to the production criteria established
by the proprietor, rather than being related to the geography in a region, the definition
of a geographical certification mark is not met. Even if the mark contains a
geographical name or a sign capable of indicating a geographical region, it still does
not belong to the category of geographical certification marks; instead, it belongs to
the category of general certification marks that certify the quality, accuracy, material,
mode of manufacture, or other matters of goods or services.

Examples of accepted general certification marks:

dyp V0

5 B

This mark is registered and owned by the Council of Agriculture of the Executive
Yuan, and is used to certify that the vegetables and fruits produced and marketed
by the user of the mark have been grown with crop disease and pest control
measures and with use of agricultural chemicals that comply with Taiwan's Good
Agricultural Practice, and that the chemical residues in the user's vegetables and
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fruits do not exceed the tolerance limit stipulated by the Department of Health of
the Executive Yuan.

W

This mark is registered and owned by the Tourism Bureau of the Ministry of
Transportation and Communications, and is used to certify that the establishment,
operational scale and relevant equipment and facilities of the user's guest house
comply with the “Act for the Development of Tourism” and “Regulations for the
Management of Home Stay Facilities.”

Examples of accepted general certification marks (with a geographical name):

o
Lt

This mark is registered and owned by Kinmen County Government, and is used to
certify that the agricultural products manufactured and marketed by the user are
produced in Kinmen and meet the standards set by the Kinmen Animal and Plant
Health Inspection Office. This mark is primarily used to certify that the goods
meet certain standards. As the quality, reputation, or any other characteristic of the
agricultural products so certified is unrelated to geography, it belongs to the
category of general certification marks.
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This mark is registered and owned by the Industrial Development Bureau of the
Ministry of Economic Affairs, and is used to certify that the goods produced or
manufactured by the user meet the requirements for Made-in-Taiwan products set
forth in the Main Points for Promoting the Certification System of MIT Products.
This mark is primarily used to certify that the goods meet certain quality standards.
As the quality, reputation, or any other aspect of the clothing, knit socks, bedding,
or household appliances so certified is unrelated to geography, it belongs to the
category of general certification marks.

\

HH&A @ fb

Sun Moon Lake Shuttle Boat

This mark is registered and owned by the Sun Moon Lake National Scenic Area
Administration of the Tourism Bureau of the Ministry of Transportation and
Communications, and is used to certify that the quality of the regular shuttle boat
services in Sun Moon Lake is good and meets the requirements set forth in the
Plan for Implementing Regular Shuttle Boat Services for the Water Area of Sun
Moon Lake established by the proprietor. This mark is primarily used to certify
that the services meet certain quality standards. The quality of the shuttle boat
services so certified is unrelated to geography. Although there is the geographical
name "P * /&" ("Sun Moon Lake") in the mark, it is used merely to indicate that
the services are provided in Sun Moon Lake. Therefore, this mark is a general
certification mark.

This mark is registered and owned by the Taiwan Leisure Farms Development
Association, and is used to certify that the quality of a leisure farm's services
meets the requirements set forth in the Main Points for the Accreditation of the
Quality of a Leisure Farm's Services established by the proprietor. This mark is
primarily used to certify that the services meet certain quality standards. The
quality of the leisure farm's services so certified is unrelated to geography.
Although the term "Taiwan" and an "outline of Taiwan" appear in the mark, they
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are used merely to indicate that the services are provided in Taiwan. Therefore,
this mark is a general certification mark.

Examples of accepted geographical certification marks:

This mark is registered and owned by the Hsilo Township Office of Yunlin County,
and is used to certify that the rice produced by the user of the mark originates in
Hsilo Township in Yunlin County and that it meets the quality standards set forth
in the Rules and Regulations for the Management of Hsilo Rice. Hsilo Township
is located in the northern part of Yunlin County, bordered on the north by the
Chuoshui River. It is an alluvial plain created by the Chuoshui River. Because the
Chuoshui River runs fast and its water tastes sweet, the dark brown soil washed
down the river has a high viscosity. The soil is free of pollutants and rich in
organic materials such as nitrogen, phosphonium, potassium, and magnesium
silicate. In the Chuoshui River basin, this area has top quality soil, and the rice
produced in Hsilo is crystal clear, plump and full, and sticky, and exhibits a
characteristically fragrant aroma and flavor.

Mt. He Huan High Mountain tea

This mark is registered and owned by the Nantou County Government, and is
used to certify that the He Huan High Mountain tea produced and manufactured
by the mark user originates in the He Huan Mountain area (including Renai
Township in Nantou County, Fushi Village in Sioulin Township of Hualien
County, and Lishan Village and Pingdeng Village in Heping District of Taichung
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City) and that it meets the standards set forth in the Nantou County Government's
Regulations pertaining to the Use of the Geographical Certification Mark for He
Huan High Mountain Tea. The tea gardens in the He Huan Mountain area occupy
slopes at an altitude above 800 meters, where they are favored by a subtropical
monsoon climate. The climate is mild, with somewhat high relative humidity. It is
dry in winter, and warm and rainy in summer. Along with ample rainfall, a warm
climate, slightly acidic and well-drained soil, these geographical factors all
contribute to the unique fragrance and premium quality of He Huan High
Mountain tea.

2.2 Examination of general certification mark applications

An application for registration of a general certification mark shall be made by
filing an application containing (the name and address of) the applicant, a reproduction
of the mark, and the list of goods or services to be certified (Paragraph 1 of Article 19
applicable mutatis mutandis to Article 94 of the Trademark Act), and by submitting
documents proving such person’s capability to certify another person’s goods or
services, regulations governing the use of the certification mark, and a declaration that
such person does not carry on a business involving manufacture and marketing of
goods or provision of services of the kind certified (Article 82 of the Trademark Act).
In addition to these documents, an examination of the application as to the
distinctiveness of the certification mark and other grounds for refusal of registration
are also required (Articles 29 and 30 applicable mutatis mutandis to Article 94 of the
Trademark Act). Examination as to the definition of the mark, the applicant, the
regulations governing use of the mark, the distinctiveness of the mark, and other
grounds for refusal of registration are explained as follows:

2.2.1 Whether the mark meets the definition of a general certification mark

A general certification mark is a sign that serves to certify a particular quality,
accuracy, material, mode of manufacture or other matters of another person's goods or
services. Therefore, a sign applied for registration does not belong to the category of
general certification marks if it is not used to certify a characteristic of the goods or
services. For example, the use of a certification mark to certify an individual's
qualifications, skills, or academic proficiency does not meet the definition of a
certification mark, because it is not used to certify matters in relation to the quality or
other characteristics of goods or services and, therefore, the mark is not registrable as
a certification mark. (See Section 2.1 of the present Guidelines for reference.)

Examples of accepted marks:

324



This mark is registered and owned by the Bureau of Energy of the Ministry of
Economic Affairs, and is used to certify that the energy devices or new energy
equipment certified are energy saving.

1".‘;-' CERTIFED QUALITY MOYER

This mark is registered and owned by the Tsuei Mama Foundation, and is used to
certify that the quality of house mover services complies with the conditions set
by the proprietor of the mark.

Examples of inadmissible cases:

A city government applied to register a certification mark, and the content of the
certification was "If an agency subordinate to the city government, or any group
or school of this city, or any private group, company and firm registered with this
city, desires to promote tourism, it may apply to the city government for
authorization to use the certification mark on any articles used in any tourism
promotional campaigns." Such mark was to be used as a logo by a government
authority in the promotion of tourism, rather than to certify that the quality or
other characteristics of the goods or services certified meet certain standards. It
does not meet the definition of a certification mark and, therefore, the application
was inadmissible.

A committee on labor affairs applied to register a certification mark, and the
content of the certification was, among others, "screening and testing of a person's
proficiency in a skill or academic ability." Such mark was used to screen for and
assess a person's qualifications or abilities, rather than to certify the quality or any
characteristics of a service provided by a person. As this does not meet the
definition of a certification mark, the application was inadmissible.
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Where a mark submitted for registration does not meet the definition of a general
certification mark, it may be amended to seek a trademark if according to the case
circumstances the services belong to the category of screening and testing for skills
and academic proficiency or educational examinations in Class 41 or the category of
inspection or testing services in Class 42. Because an application form for a
certification mark differs greatly from an application form for other types of marks,
the applicant is required to submit the correct application, and the date on which the
application for the correct type of mark is filed and the requirements for a filing date
are all met will be taken to be the filing date of the application. If noncompliance is
not amended within the specified time, or even after the amendment, the mark still
does not meet the definition of a general certification mark, then the application will
be inadmissible (Paragraph 1 of Article 8 applicable mutatis mutandis to Article 17 of
the Trademark Act).

2.2.2 Applicants
2.2.2.1 Applicant's qualifications and capability to certify

Only a juridical person, a group or a government agency which is competent to
certify another person’s goods or services shall be eligible to apply for registration of a
certification mark (Paragraph 1 of Article 81 of the Trademark Act). Such applicant
may be a foundation or an association established under the Civil Law, a juridical
person established under other laws (including the Company Act), as well as a
government agency or a group which is not a juridical person. Natural persons are
ineligible to apply.

The subject matter protected by the Trademark Act is a kind of intangible
property right, and in principle the applicant may only be natural and juridical persons
who have the capacity for rights. However, in the case of a certification mark, it is very
common in Taiwan to see a group which is not a juridical person in the business of
certification. Examples include the Chinese Organic Agriculture Association and the
Taiwan Formosa Organic Association, which provide -certification of organic
agricultural products and organic agricultural processed products, and the Taiwan
Leisure Farms Development Association, which provides certification of the quality of
a leisure farm's services; these are all groups which are not juridical persons. To
accommodate practical needs, exceptions are allowed for a group which is not a
juridical person, and express provisions are included in the Trademark Act (Article 99),
under which a group which is not a juridical person is eligible to file a complaint or
initiate a private prosecution to safeguard its rights and interests. Moreover, a
government agency may also be an applicant, as it may be necessary for a government
agency to certify a particular characteristic of certain goods or services when dealing
with matters that fall within the scope of its official duties (such as consumer safety,
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environmental protection, trade promotion). It would typically be difficult for a natural
person to exercise proper supervision and control over the use of a mark, based on his
or her limited power and material resources. A natural person thus does not meet the
criterion of being competent to certify another person's goods or services and,
therefore, is not eligible to apply for registration of a certification mark.

An applicant must be competent to certify another person's goods or services. In
other words, an applicant should be capable of exercising supervision and control over
the use of a mark. Where an applicant is a commercial, industrial or occupational
group, or any juridical person or group established in accordance with law, to
determine whether the applicant is competent to certify, the trademark registrar office
may take into consideration the purpose of incorporation, the aim, mission, the lines of
business, the scale of business, and the history of the juridical person or group. Take
the certification mark "Taiwan Textile Federation Logo" applied for by the Taiwan
Textile Federation as an example. Founded in 1975, the Taiwan Textile Federation
provides services to all textile companies in Taiwan. The Federation's main business is
to assist and provide guidance to textile companies to research and develop new
products and expand the market. It enjoys a good reputation in the textile industry.
Based on these facts, the Federation was held to be competent to certify that a textile
clothing product, whether finished or semi-finished, passes the Federation's standard
tests for either "pure cotton, anti-wrinkle textile clothing," or "far infrared textile
clothing," or "waterproof breathable textile clothing." If the applicant is a government
agency, the trademark registrar office may take its official duties into consideration.
There should be less question about a government agency's capability to certify, if it is
the competent authority with jurisdiction over the business to which the certified goods
or services pertain.

In the case where other laws also regulate the quality, accuracy, or other matters
in relation to the goods or services intended to be certified, then the issue of whether
the applicant of the certification mark is competent to certify must be determined in
accordance with the relevant laws. For example, in the case of "organic agricultural
products," the Agricultural Production and Certification Act requires that to perform
inspection and certification for organic agricultural products, an inspection and
certification body must obtain certification and be issued a certificate by a certification
body of the Council of Agriculture of the Executive Yuan. Therefore, if an applicant is
an inspection and certification body that has been certified by a certification body of
the Council of Agriculture, it is competent to certify.

An applicant may undertake, or authorize a competent juridical person or group
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which is qualified to test to carry out the testing or verification under its supervision
and control that are required to certify that a good or service possesses a particular
quality, accuracy, material, mode of manufacture, or other matters (Article 47 of the
Enforcement Rules of the Trademark Act; see also Section 2.2.3.3 of the present
Guidelines for reference). If objective facts or evidence indicate that the applicant
lacks capability to certify and fails to delegate related testing or verification to a
competent juridical person or group, the applicant's capability to certify another's
goods or services would be questionable. In such cases, the applicant is required to
remedy the situation.

A certification mark application will be inadmissible if an applicant who does not
satisfy the requirements regarding qualification and capability to certify has been
notified to remedy the noncompliance, but such noncompliance is not amended within
the specified period, or even after the amendment, the applicant is still found not
meeting the qualifications as a juridical person, group, or government agency or still
cannot be found by the Registrar Office to be competent to certify (Paragraph 1 of
Article 8 applicable mutatis mutandis to Article 17 of the Trademark Act).

2.2.2.2 Applicant shall not carry on a business of goods or services of the kind
certified

A certification mark primarily serves to certify the characteristics of goods or
services. If the applicant itself carries on a business of goods or services of the kind
certified, it will not be easy for the applicant, as a competitor of those in the same
industry, to maintain impartiality and objectivity. And if the applicant itself uses the
certification mark on its own goods or services, the fairness and objectivity of
certification would be even further subject to question. Therefore, an applicant who
carries on a business of goods or services of the kind certified cannot apply to register
a certification mark (Paragraph 2 of Article 81 of the Trademark Act); Any person who
applies to register a certification mark shall also submit a declaration that such person
does not carry on a business involving manufacture and marketing of goods or
provision of services of the kind certified (Paragraph 1 of Article 82 of the Trademark
Act).

The above-described declaration will undergo formality examination only.
However, if facts or evidence demonstrate that the applicant actually carries on a
business of goods or services of the kind certified, such as the fact that the applicant
has an earlier-registered trademark covering the goods or services certified, the
trademark registrar office should notify the applicant of the situation and require from
the applicant an explanation thereof. The applicant's explanation must be sufficient to
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show that it truly does not carry on a business of goods or services of the kind certified;
otherwise, the applicant's application will not be accepted.

A certification mark application will be inadmissible if the applicant does not
submit with its application a declaration that the applicant does not carry on a business
involving manufacture and marketing of goods or provision of services of the kind
certified, or if after being provided a notice that the declaration it has submitted is not
compliant with the relevant requirements and requires amendment, the applicant fails
to amend such noncompliance within the specified period, or even after the
amendment, the submitted declaration is still determined not to meet the requirements
therefor (Paragraph 1 of Article 8 applicable mutatis mutandis to Article 17 of the
Trademark Act).

The Trademark Act merely restricts proprietors of certification marks from
carrying on a business of goods or services of the kind certified. They can still freely
carry on any business other than those of goods or services of the kind certified.
Therefore, the proprietor of a certification mark may own both a trademark and a
certification mark and use the former to indicate its own goods or services and the
latter to certify the goods or services of others.

Examples of accepted marks:

@THE STAMDARD TR SAFETY m

The image on the left is the earlier-registered trademark for use on such services
as providing product safety testing services, testing goods of others to assess
compliance and conformity pursuant to national and international standards, and
testing goods of others to assess electromagnetic capability and compliance with
telecommunications regulations. The image on the right was registered later by
the proprietor as a certification mark to certify that electrical devices such as
connecting plugs, soft wire connectors, connectors, contacts, plug terminals, and
hospital grade connecting plugs are in compliance with particular guidelines and
standards. Because the services for which the earlier-registered trademark is used
lie outside the scope of business involving the goods certified, the later-filed
certification mark was granted registration.

Examples of inadmissible cases:
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This is a certification mark sought to be registered by the Audit Bureau Of
Circulations, R.O.C. to certify accuracy of an audited volume of magazine
circulation. However, the applicant has an earlier-registered trademark that is used
in the publication of various books, magazines, and literature, which fact shows
that the bureau is in the business involving the services it certifies (publication of
magazines). As no explanation was provided to remedy such noncompliance, the
application was rejected.

2.2.3 Regulations governing use of a certification mark

The regulations governing the use of a certification mark are the basis for
controlling the use of the mark; therefore, an application for registration of a
certification mark must include the regulations governing use of the mark (Paragraph 1
of Article 82 of the Trademark Act), and specify the matters required therefor
(Paragraph 4 of Article 82 of the Trademark Act). To make the relevant provisions
relating to the use of a certification mark easily accessible and understood by any
interested parties (such as potential users) as well as consumers, the regulations
governing use must be published in the Trademark Gazette when the certification mark
is registered (Paragraph 5 of Article 82 of the Trademark Act). If the regulations
governing use of a certification mark are in a foreign language, a Chinese translation
thereof or an abridged translation of the matters that should be set forth in such
regulations must be provided; such Chinese translation or abridged translation will
also be published in the Trademark Gazette. The applicant may amend the regulations
governing use of a certification mark in the filing process, but the amendment may not
broaden the scope of the goods or services certified by the mark.

The submitted regulations governing use of a certification mark will, in principle,
undergo formality examination only with respect to the matters set forth therein. If
questions arise in the examination, the trademark registrar office may consult and seek
advice from the competent central government authority with jurisdiction over the
business to which the certified goods or services pertain. A certification mark
application will be inadmissible if the applicant does not submit with its application
the regulations governing use of the mark, or if the applicant is provided a notice that
there is deficiency in the submitted regulations and is required to remedy the
noncompliance, but such noncompliance is not amended within the specified period,
or even after the amendment, the submitted regulations governing use of the mark are
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still found not to meet the requirements therefor (Paragraph 1 of Article 8 applicable
mutatis mutandis to Article 17 of the Trademark Act).

The regulations governing the use of the certification mark shall specify the
characteristics to be certified by the certification mark, the condition on the use of the
certification mark, the method of managing and supervising the use of the certification
mark, and the procedures for applying to use the certification mark and resolving
disputes thereof (Paragraph 4 of Article 82 of the Trademark Act). If there are other
matters related to the use of certification marks, they should also be set forth in the
regulations governing use. Matters that should be set forth in the regulations governing
use are discussed below:

2.2.3.1 Characteristics to be certified by the certification mark

The characteristics to be certified are the core of a certification mark. An
application to register a certification mark must clearly state the certified goods or
services, the characteristics to be certified, and the regulations governing compliance
of those goods or services. The certified goods or services can be a generic name

denoting their type, such as "foods," "electronic products," "textiles," "repair and
maintenance of machines and equipment," "sightseeing tour and travel services," and
the like. If, however, the certified goods or services are of a particular type, they
should be specifically identified, such as "flat displays" or "bicycles." As for the
characteristics to be certified by the mark and the regulations the goods or services
must comply with, the characteristics and the name of the relevant regulations should

"ns

be specifically identified; this may also be done by stating simply that they are "in

compliance with the conditions prescribed by the proprietor of the certification mark."

Examples of accepted marks:

EEE™

T
A

This mark is registered and owned by the Bureau of Energy of the Ministry of
Economic Affairs. The content of the certification is: This mark is used by persons
with the proprietor's consent and is to certify that the energy devices or new
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energy equipment they manufacture or market meet the energy efficiency
requirements of Level 1 as set forth in the relevant regulations for Energy
Efficiency Rating and Labeling established by the proprietor.

Sdina

This mark is registered and owned by the Digital Living Network Alliance. The
content of the certification is: This mark is used by persons with the proprietor's
consent and is to certify that the technical specifications of the computer hardware
and software, digital electronic products, communications equipment, digital
networking equipment, and digital contents (i.e., the video recordings, audio
recordings, static graphics, and original information stored in a computer medium)
meet the proprietor's conditions.

2.2.3.2 Conditions on the use of the certification mark

The conditions on the use of the certification mark means the conditions under
which the proprietor consents to a third party's use of the mark on certain goods or
services, such as standards relating to materials, mode of manufacture, manner of
production, quality, or other characteristics.

The declaration of the conditions of use must be clear and precise enough to
enable anyone to ascertain from the regulations governing the use of the mark what
conditions they must fulfill to use the mark. If the content of the standards relating to
the materials, mode of manufacture, manner of production, quality, or other
characteristics is particularly complicated, it may be provided as an attachment to the
application. The applicant may either establish its own standards relating to the
conditions of use, or use standards established by another party. The conditions of use
regarding the CAS Excellent Taiwan Agricultural Product certification mark owned by
the Council of Agriculture of the Executive Yuan, entitled Regulations on the
Management of the Certification Program for Excellent Agricultural Products and
established by the Council, are an example of the former, while those for the
"compostability certification" mark owned by the Environmentally Biodegradable
Polymer Association, which is used to certify that plastic materials and their products
are compostable plastics in compliance with the national standards CNS 14661, is an
example of the latter.

If the proprietor has its own regulations on the manner in which the certification
mark may be used, such as the place where the mark should appear on goods or
packaging for goods, or the size of the mark, such regulations should be stated under
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the heading "conditions under which certification mark is used." In addition, if any
fees are charged for applications for or use of the certification mark, they should also
be stated under this heading.

2.2.3.3 Methods of managing and supervising the use of the certification mark

The methods of managing and supervising the use of the certification mark refer
to the concrete methods the proprietor uses to manage and supervise the use of its
certification mark as well as the rules regarding the relevant procedures, such as
procedures for implementing supervision and periodical or non-periodical testing or
inspection, prescribed period for improvement and penalties in case of non-compliance,
and penalties based on the seriousness of violation of the regulations governing use.

Where use of the certification mark 1s concerned, if there are standards
established for testing or inspection of goods or services, the testing or inspection
methods must be stated. If the applicant does not undertake the testing or inspection
itself, it may commission a competent juridical person or group to undertake the task
on its behalf. The commissioned juridical person or group may also be authorized to
give consent to the use of the certification mark in the proprietor's name if the tested or
inspected goods or services are found to comply with the conditions prescribed in the
regulations governing use. However, even though the proprietor does not undertake the
testing or inspection or the certification task itself, it should still exercise control over
the use of the mark to ensure compliance with the regulations governing use.
Therefore, the proprietor must exercise supervision or control over the commissioned
tester/inspector or certifier and, in addition to specifying the name of the
commissioned tester/inspector or certifier, provide an explanation under the heading
"methods used to manage and supervise use of a certification mark" of how it will
supervise and exercise control over the commissioned party. Take the "CAS Excellent
Taiwan Agricultural Product Certification Mark" as an example. The mark is used to
certify the safety and excellence of agricultural products and processed agricultural
products. It is owned by the Council of Agriculture of the Executive Yuan, which has
commissioned the Taiwan Excellent Agricultural Product Development Association,
the National Animal Industry Foundation, the Food Industry Research and
Development Institute, and the Industrial Technology Research Institute to serve as its
accredited inspection and certification bodies.

2.2.3.4 Procedures for applying to use the certification mark and resolving
disputes thereof

The regulations governing use of a certification mark should set forth procedural
matters relating to applications to use the certification mark, including filing
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procedures and required documents, such as documents of proof of identity or
qualifications or any forms that should be filled out.

The regulations governing use of a certification mark should also set forth how
disputes will be resolved. Such disputes may relate, for example, to a decision not to
allow use, disagreement over failure of goods already circulated in the market to pass
post-sale inspection, and any other dispute with the certification mark proprietor
regarding use of the mark. Fairness and justice should be given top priority in the
resolution of disputes. Therefore, a certification mark proprietor may adopt an initial
internal procedure to resolve a dispute, but the final decision-maker should be a neutral
third party such as a court, arbitrator, or mediation committee. If the certification mark
proprietor's decision is an administrative disposition, the dispute concerned should be
resolved in compliance with the relevant administrative remedy procedure.

2.2.4 Distinctiveness

Distinctiveness of a certification mark means the character of the mark that
enables it to indicate the certified goods or services and to distinguish them from
non-certified goods or services. Therefore, determination of whether a certification
mark is distinctive is based on the relationship between the mark and the goods or
services certified by the mark. The provisions of Article 29 of the Trademark Act
relating to distinctiveness of trademarks should apply when determining such issues as
distinctiveness, acquired distinctiveness, and disclaimers, depending on the nature of
the issue to be determined. The Examination Guidelines on Distinctiveness of
Trademarks and the Examination Guidelines on Disclaimers should also apply mutatis
mutandis in the examination of such issues.

A certification mark shall not be registered if it is devoid of distinctiveness
because of consisting exclusively of a description of the goods or services to be
certified, the generic mark or term, or other signs which are devoid of any
distinctiveness (Paragraph 1 of Article 29 applicable mutatis mutandis to Article 94 of
the Trademark Act). For example, "100% Cotton" is a common description of
ingredient used by the textile industry. The use thereof as a certification mark to
certify the material is incapable of indicating the certified clothes, nor can it
distinguish the certified clothes from non-certified clothes. Hence, "100% Cotton" is
non-distinctive as a certification mark and should be refused for registration
(Paragraph 1 of Article 31 applicable mutatis mutandis to Article 94 of the Trademark
Act).

The geographical name contained in a general certification mark merely carries
an origin-indicating significance. To prevent a general certification mark proprietor
from erroneously believing that it also has a right to preclude others from using the
geographical name in its mark, a general certification mark with a geographical name,
being likely to give rise to doubts as to the scope of the rights in the certification mark,
shall not be registered unless the applicant state that he/she disclaims any exclusive
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right to such geographical name (Paragraph 3 of Article 29 applicable mutatis
mutandis to Article 94 of the Trademark Act). As for whether a description, generic
mark/term or other signs which are devoid of any distinctiveness other than the name
of a geographical origin contained in a general certification mark must be disclaimed,
this should be determined in accordance with the Examination Guidelines on
Disclaimers.

Examples of accepted marks:

This mark is registered and owned by the Mushroom Development Association of
Taiwan, and is used to certify that the mushrooms produced or manufactured by
the user of the mark originate in Taiwan and that the chemical residues therein are
within the safe tolerance limits set by national regulations on safe drug use. The
quality, reputation, or other characteristics of the mushrooms produced or
manufactured in Taiwan are unrelated to the geography of Taiwan. This mark is
mainly used to certify that the goods meet certain standards; therefore, it belongs
to the category of general certification marks. The Chinese characters " »» 4 4"
("Taiwan mushrooms") and the "outline of Taiwan" in the mark are
non-distinctive and are actually portions that may give rise to doubts as to the
scope of the rights in the mark; therefore, they have to be disclaimed.

This mark is registered and owned by the Taiwan Towel Industry Association, and
is used to certify that the towels produced or manufactured by the user of the mark
are produced or manufactured completely in Taiwan and are in compliance with
the requirements of Regulations on the Use of the Certification Mark for MIT
Towels. It is mainly used to certify that the towels meet certain standards. As the
quality, reputation, or any other characteristic of the towels are unrelated to the
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geography of Taiwan, this mark belongs to the category of general certification
marks. The words "MIT," "TAIWAN," "TOWEL," " » #* %" ("made in Taiwan"),
"ig 2" ("good"), and the "outline of Taiwan" in the mark are all non-distinctive
matters, and "MIT," "TAIWAN," "TOWEL," " =~ #* %" ("made in Taiwan"), and
the "outline of Taiwan" are portions that may give rise to doubts as to the scope of
the rights in the mark; therefore, they have to be disclaimed.

2.2.5 Other grounds for refusal of registration

For an application to register a certification mark, none of the grounds specified
in Articles 30 and Paragraph 3 of Article 65 of the Trademark Act for refusal of
registration should exist (Articles 30 and Paragraph 3 of Article 65 applicable mutatis
mutandis to Article 94 of the Trademark Act). With respect to determination of
likelihood of confusion and protection of well-known marks, the Examination
Guidelines on Likelihood of Confusion and the Examination Guidelines for the
Protection of Well-known Trademarks under Subparagraph 11 of Paragraph 1 of
Article 30 of the Trademark Act will be applied. To illustrate the relevant principles
applied when examining certification mark applications, the following explanation
addresses the grounds for refusal of registration commonly seen in practice.

2.2.5.1 Being likely to mislead the public as to the nature, quality, or place of
origin of the goods or services

If a certification mark contains a description of the nature or quality of the
certified goods or services, the trademark registrar office should take into
consideration the content of the certification and the conditions under which the
certification mark is used. If such description is untruthful and may mislead
consumers to believe that it is true and so affect their wish to make the purchase, the
certification mark is likely to mislead the public as to the nature, quality, or place of
origin of the goods or services (Subparagraph 8 of Paragraph 1 of Article 30
applicable mutatis mutandis to Article 94 of the Trademark Act) and should be refused
for registration accordingly (Paragraph 1 of Article 31 applicable mutatis mutandis to
Article 94 of the Trademark Act). For example, if a certification mark contains "100%
honey," but according to the content of the certification and the conditions under
which the certification mark is used, the certification mark can also be used on
blended honey, then the certification mark is deemed likely to lead consumers to
assume or believe mistakenly that the goods bearing it are of a higher quality.
Nevertheless, if deletion of that portion will not constitute a substantial change of the
mark, the Registrar Office may require the applicant to delete that portion and allow
registration of the mark after such deletion is made (Article 23 applicable mutatis
mutandis to Article 94 of the Trademark Act).
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2.2.5.2 Existence of a likelihood of confusion on relevant consumers

If a later-filed certification mark is identical or similar to an earlier-registered or
earlier-filed certification mark and is used to certify the same or similar goods or
services, it may cause relevant consumers to assume mistakenly that the goods or
services of the later-filed mark are certified by the earlier mark proprietor, or that the
applicant of the later mark is an affiliate, licensee or franchisee of, or is otherwise
associated with the earlier mark proprietor. In such a case, there exists a likelihood of
confusion on relevant consumers (Subparagraph 10 of Paragraph 1 of Article 30
applicable mutatis mutandis to Article 94 of the Trademark Act) and, therefore,
should be refused for registration (Paragraph 1 of Article 31 applicable mutatis
mutandis to Article 94 of the Trademark Act). Moreover, although a certification
mark is not used to indicate the source of goods or services, it is employed by the
users of the mark for marketing purposes and on the goods or packaging for the
goods, on articles associated with the provision of services, or in connection with
business papers or advertising related to the goods or services; it is used in a manner
no different from a trademark. Therefore, if an applied-for certification mark is
identical or similar to an earlier-registered or earlier-filed trademark or collective
trademark, and the goods or services certified by the certification mark are identical
or similar to those on which the earlier trademark or collective trademark is used,
then the use of the certification mark on the goods or services is likely to cause
relevant consumers to assume mistakenly that the goods or services certified by the
certification mark and the earlier-registered or earlier-filed trademark or collective
trademark proprietor's goods or services are from the same or a related source. In
such a case, there exists a likelihood of confusion on relevant consumers
(Subparagraph 10 of Paragraph 1 of Article 30 applicable mutatis mutandis to Article
94 of the Trademark Act) and, therefore, should be refused for registration
(Paragraph 1 of Article 31 applicable mutatis mutandis to Article 94 of the
Trademark Act).

Examples that a likelihood of confusion exists on relevant consumers:

. SGS SGS.

The image on the left is an earlier-registered trademark "SGS tickmark logo"
used on such services as "inspection and verification of products and services and
their compliance with national and international laws and standards and other
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regulatory certification," and the one on the right is a later-filed certification
mark certifying that "the services of the service provider, manufacturer, etc. and
their business operation system that bear this certification mark comply with our
control requirements, and the business operations of food manufacturers and
various fields of manufacturers are in compliance with national and international
guidelines and standards." The two marks are similar to each other. Because the
scope of certification by the latter certification mark includes providers of testing
services, if a provider of testing services is accepted by the applicant to use the
latter mark on the services it provides, it is likely that relevant consumers will be
confused into thinking mistakenly that the services on which the certification
mark is used and the services provided under the earlier-registered trademark are
from the same source or a different but related source. Therefore, the certification
mark should be refused for registration.

In addition, a certification mark functions to identify and indicate certified goods
or services and to distinguish them from non-certified goods or services. Therefore,
where a certification mark is earlier filed or registered, a later-filed trademark or
collective trademark which is identical or similar to the certification mark and is used
on goods or services that are identical or similar to those certified by the certification
mark may cause relevant consumers to assume mistakenly that the goods or services
of the later-filed mark are certified by the earlier certification mark or that the
applicant is an affiliate, licensee or franchisee of, or is otherwise associated with the
certification mark proprietor or the applicant of the earlier certification mark. In such a
case, there exists a likelihood of confusion on relevant consumers (Subparagraph 10 of
Paragraph 1 of Article 30 applicable mutatis mutandis to Article 94 of the Trademark
Act) and, therefore, should be refused for registration (Paragraph 1 of Article 31
applicable mutatis mutandis to Article 94 of the Trademark Act). Even if the later
applicant claims that the designated goods or services are certified by the certification
mark proprietor, there still exists a likelihood of confusion on relevant consumers if
relevant consumers may be confused by the later-filed trademark or collective
trademark into thinking that the applicant is an affiliate, licensee or franchisee of, or is
otherwise associated with the certification mark proprietor.

Examples that a likelihood of confusion exists on relevant consumers:
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The image on the left was registered by the Fishery Administration of the
Council of Agriculture of the Executive Yuan to certify the quality of aquatic
products and processed aquatic products. The one on the right is a trademark
sought to be registered by another party, and is designated for use on retail sale
and wholesale of aquatic products. The two marks in their entirety are similar to
each other. Since the latter mark is used on retail sale and wholesale of aquatic
products, it may cause relevant consumers to assume mistakenly that the aquatic
products sold by the applicant of the latter trademark are certified by the Fishery
Administration, or that the applicant is a licensee or franchisee of or otherwise
associated with the Fishery Administration. Therefore, the latter trademark was
refused for registration.

2.2.6 Miscellaneous matters

Different countries have different trademark regimes. In some countries,
trademark laws do not specifically provide registration of certification marks, and so
permit registration of trademarks for certification services. An applicant seeking to
obtain registration of a trademark in Taiwan for the service of certification, by
submitting to the trademark registrar office materials showing registration of the mark
in its home country, is required to amend the name of the service to the equivalent
term "inspection or testing service" or another appropriate service name, since in
Taiwan certification is not an accepted name for a service. An applicant seeking to
obtain registration of a certification mark is required to possess the qualifications and
the capability to certify as prescribed in Taiwan's Trademark Act, and to file with the
application the required documents.

Examples of accepted marks:

EQAICC

PY Eurcpean Guality Assurance

The applicant applied to register the above logo as a trademark in connection
with "certification services; inspection body services in the nature of quality control of
goods; inspection services; quality control; environmental (environmental protection)
certification services" under Class 42. The trademark as used on the services named is
to 1dentify the services provided by the applicant. Such use is different from the use of
a certification mark by an accepted user on the certified goods or services. The
applicant was therefore required to take remedial action by providing explanation.
According to the applicant's explanation, Korea's trademark law does not include
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provisions relating to certification marks, but accepts "certification services" as a
service name. Because the applicant did not want to amend the application as a
certification mark application, the trademark was granted registration after the services
were amended to indicate "quality control; providing inspection and testing of goods
for quality control and environmental management systems to access compliance with
ISO standards, and providing guidance and consulting services relating to applications
for ISO certification."

There are also cases where an applicant who has obtained registration of a
collective trademark in other countries desires to register the mark as a certification
mark in Taiwan. Generally speaking, all countries stipulate different requirements for
use of collective trademarks and use of certification marks -- the use of a collective
trademark is restricted to members of a group, whereas the use of a certification mark
is not. Therefore, the applicant must state that use of its collective trademark is not
restricted exclusively to members. For example, where the applicant's country of
origin does not require that a collective trademark be used by members only or allows
a collective trademark to be used by non-members under license, or where the laws of
the applicant's country of origin restrict the license of a collective trademark, but the
applicant has obtained the trademark authority's permission to license use of the
collective trademark to non-members, the applicant may obtain registration of a
certification mark by providing the relevant laws or documents as evidence, and
stating in the regulations governing use that the application is for a certification mark.

2.3 Examination of geographical certification marks

An application for registration of a geographical certification mark shall be made
by filing an application containing (the name and address of) the applicant, a
reproduction of the mark, and the list of goods or services to be certified (Paragraph 1
of Article 19 applicable mutatis mutandis to Article 94 of the Trademark Act), and by
submitting documents proving such person’s capability to certify another person’s
goods or services, regulations governing the use of the certification mark, and a
declaration that such person does not carry on a business involving manufacture and
marketing of goods or provision of services of the kind certified (Article 82 of the
Trademark Act). In addition to these documents, an examination of the application as
to the distinctiveness of the certification mark and other grounds for refusal of
registration are also required (Articles 29 and 30 applicable mutatis mutandis to
Article 94 of the Trademark Act). Examination criteria for the definition of the mark,
the applicant, the regulations governing use of the mark, the distinctiveness of the
mark, and grounds for refusal of registration are explained as follows:
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2.3.1 Whether the mark meets the definition of a geographical certification mark

A geographical certification mark is served to certify the place of origin of the
goods or services certified, which should possess a particular quality, reputation, or
other characteristics. The quality, reputation, or other characteristic of the certified
goods or services must be related to the geography of the region (see Section 2.1 of the
present Guidelines for reference).

Examples of accepted marks:

JEZE

This mark is registered and owned by the Yuchih Township Office of Nantou
County, and is used to certify that the Sun Moon Lake red tea produced or
manufactured by the user of the mark originates in Yuchih Township in Nantou
and meets the standards set forth in the Regulations Governing Use of the "Sun
Moon Lake Red Tea" Geographical Certification Mark of the Yuchih Township
Office of Nantou County. The tea gardens in the region occupy hill slopes at
altitudes of 421 to 1000 meters, and are favored by a mild, subtropical monsoon
climate, with moderately high relative humidity. Winters are generally dry, while
summers are warm and rainy. Together with ample rainfall, warm climate, slightly
acidic well-drained soil, the region's geographical characteristics all contribute to
the unique fragrance and premium quality of Sun Moon Lake red teas.

If in an applied-for certification mark contains the name of a place but does not
meet the definition of a geographical certification mark, the trademark registrar office
will consider whether it qualifies as an application for a general certification mark or
any other type of trademark application according to the facts of the particular case.
However, an application form for a certification mark differs significantly from that
for other types of trademarks. An applicant must submit the correct application form;
presuming all requirements for filing date are met, the date on which the correct type
of trademark application is filed will be taken to be the filing date of the application.
The application will not be accepted if noncompliance is not remedied within the
specified period or the mark still does not meet the definition of a geographical
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certification mark after examination (Paragraph 1 of Article 8 applicable mutatis
mutandis to Article 17 of the Trademark Act).

2.3.2 Applicants
2.3.2.1 Applicant qualifications and capability to certify

An applicant for a geographical certification mark must meet the required
qualifications and be competent to certify (Paragraph 1 of Article 81 of the Trademark
Act, and see Section 2.2.2.1 of the present Guidelines for reference). With respect to
capability to certify, because a geographical certification mark is mainly served to
certify place of origin, it is generally more appropriate for a government agency to
establish use standards for geographical certification marks and to exercise control
over such use, since a government agency has the authority to control use of the name
of a place. If the application is filed by a person other than a government agency or
government authorized juridical person or group, the applicant must state, and provide
relevant evidence, that it has capability to control the use of the place's name.

The applicant for a geographical certification mark must not only have the
capability to supervise and control the use of the mark, but also be capable of
representing all relevant producers, manufacturers, and marketers within a defined
scope of the geographical region concerned. The term "representativeness" means the
state of being representative of those carried on a business of goods or services of the
kind certified within a particular geographical region. Where the application is filed by
a government agency or government authorized juridical person or group, the
applicant can basically be presumed to be representative. But if the application is filed
by a person other than a government agency or government authorized juridical person
or group, then determination of representativeness may be based on how long the
applicant has been established, the extent to which the applicant is known in the region
concerned, the percentage of businesses in the region the applicant is able to control,
and how familiar the applicant is with the quality, characteristics, production, technical
matters, and the producers/manufacturers of the products in the region. If there is any
doubt about the representativeness of the applicant of an application for registration of
a geographical certification mark, the Registrar Office may consult and seek advice
from the central government authorities in charge of business related to such goods or
services (Paragraph 2 of Article 82 of the Trademark Act).

It is possible for a place of origin to be a particular geographical region formed
due to natural and human influences over time, in which case the place of origin that a
certification mark certifies may cover more than one administrative area separated by
artificial division. In such a case, the application to register the name of that particular

342



place should be filed jointly by the administrative agencies that have jurisdiction over
the place. If one of the agencies is unwilling to file such application, it should
authorize other agencies to do so, or the application may alternatively be filed by the
higher-level agency to which the administrative agencies are subordinate. If within the
same place of origin some juridical persons or groups represent only a portion of the
businesses and some represent the other, those juridical persons or groups may file the
application jointly or, after negotiation and agreement, by one or some of them.

Examples of accepted marks:

Mt. He Huan High Mountain tea

This mark is used to certify He Huan High Mountain oolong tea as originating in
the He Huan Mountain area, which includes Renai Township in Nantou County,
Fushi Village in Sioulin Township of Hualien County, and Lishan Village and
Pingdeng Village in Heping District of Taichung City. It was after the Hualien
County Government and the Taichung City Government gave their consent to the
filing of the application to register this mark that the Nantou County Government
filed the application. Having representativeness and the capability to supervise
and control the use of the mark, the Nantou County Government is competent to
certify.

If a foreign juridical person, group or government agency, who files an
application for registration of a geographical certification mark, has submitted
documents of proof of such geographical certification mark being protected in the
name and country of origin of such applicant, the applicant may be considered
competent to certify (Paragraph 3 of Article 82 of the Trademark Act).

A geographical certification mark application will not be accepted if an applicant
who does not meet the required qualifications and capability to certify has been
notified to remedy the noncompliance, but such noncompliance is not amended within
the specified period, or even after the amendment, the applicant still does not meet the
required qualifications or is still found by the Registrar Office not competent to certify
(Paragraph 1 of Article 8 applicable mutatis mutandis to Article 17 of the Trademark
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Act).

2.3.2.2 Applicant shall not carry on a business of goods or services of the kind
certified

To ensure that the applicant maintains impartiality and that the certification
outcome is fair and objective, the applicant is prohibited from carrying on a business
of goods or services of the kind certified, and the applicant must submit with its
application a declaration that the applicant does not carry on a business involving
manufacture and marketing of goods or provision of services of the kind certified (see
Section 2.2.2.2 of the present Guidelines for reference).

The Trademark Act prohibits certification mark proprietors merely from carrying
on a business of goods or services of the kind certified. They can still freely carry on
any businesses other than those of goods or services of the kind certified. Therefore, a
certification mark proprietor may own both a trademark and a certification mark and
use them to indicate its own goods or services and to certify the goods or services of
others, respectively. For example, a nonprofit group formed by producers of
agricultural products in a geographical region may obtain registration of a
geographical certification mark. In addition, for purposes of promoting the agricultural
products in the region, it may also obtain registration of a trademark on the services of
publishing books and magazines.

2.3.3 Regulations governing use of a certification mark

The regulations governing use of a certification mark are the basis for controlling
the use of such mark. The submitted regulations governing use will, in principle,
undergo formality examination only with respect to the matters set forth therein. If
questions arise in examination, the trademark registrar office may consult and seek
advice from the competent central government authority with jurisdiction over the
business to which the certified goods or services pertain (see Section 2.2.3 of the
present Guidelines for reference).

The regulations governing use of a geographical certification mark shall specify
the characteristics to be certified by the certification mark, the condition on the use of
the certification mark, the method of managing and supervising the use of the
certification mark, and the procedures for applying to use the certification mark and
resolving disputes thereof (Paragraph 4 of Article 82 of the Trademark Act). If there
are other matters that are related to the use of certification marks, they should also be
set forth in the regulations governing use. Matters that should be set forth in the
regulations governing use are discussed below.
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2.3.3.1 Characteristics to be certified by the certification mark

The characteristics to be certified by a geographical certification mark should
contain the goods or services certified, the place of origin to be certified by the mark,
and the regulations these goods or services should meet. A geographical certification
mark is used to certify the place of origin of the goods or services certified, and the
quality, reputation, or other characteristics the certified goods or services possess must
be related to the geography of the region. The unique natural conditions or cultural
traditions of a geographical region often make the region suitable for developing a
particular good or service. Therefore, a geographical certification mark, in principle, is

nmn

used to certify only one type of goods, such as "tea leaves," "rice," "taro," or "misua
noodles." However, in exceptional circumstances, a geographical certification mark
may certify goods of a general type, such as "aquatic products." As for the regulations
the goods or services must meet, they may be clearly specified or simply indicated by
stating that said goods or services are "in compliance with the conditions prescribed by

the proprietor of the certification mark."

Examples of accepted marks:

This mark is registered and owned by the Lugu Township Office of Nantou
County. The content of the certification is: The tea leaves are certified as
originating in Lugu Township of Nantou County and as complying with the
standards set forth in the Lugu Township Office's Regulations Pertaining to the
Use of the Certification Mark for Lugu DonDing QOolong Tea.
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pencHu Seafond

This mark is registered and owned by the Penghu County Government. The
content of the certification is: The aquatic products are certified as originating in
Penghu County and as meeting the requirements specified in the Penghu County
Government's Operational Regulations for Managing the Use of the Certification
Mark for Penghu Seafood.

2.3.3.2 Conditions on the use of the certification mark

An essential requirement to use a geographical certification mark is that the goods
or services come from a specific place. In addition, the applicant must state under the
heading "conditions on the use of the certification mark" the specific quality,
reputation, or other characteristics the goods or services possess (Paragraph 2 of
Article 80 of the Trademark Act) and how those characteristics are related to the
geography of the place. If the applicant has its own regulations on the manner in which
the certification mark may be used or it charges fees for a request to use or for using its
certification mark, they should also be stated under this heading.

The declaration of the conditions on the use of the certification mark must be
clear and precise enough to enable anyone to ascertain from the regulations governing
the use of the mark what conditions they must fulfill to use the mark. If the content of
the standards relating to the materials, mode of manufacture, manner of production,
quality, or other characteristics is particularly complicated, it may be provided as an
attachment to the application.

(1) Defined scope of region

The regulations governing use must specify the scope of the geographical origin
certified by the geographical certification mark. If it matches an administrative
division such as a county, city, or township, the applicant may use that administrative
division to indicate the geographical origin certified. But if it is difficult to use an
existing administrative division to define the scope of the geographical origin, the
applicant may use a geographical name that suggests a specific geographical region.
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Examples of accepted marks:

pencHu Seafood

This mark certifies aquatic products as originating in Penghu County (a place
consisting of 90 small islands and islets scattered in a sea area at 23 degrees 12
minutes to 23 degrees 47 minutes north latitude, and 119 degrees 19 minutes to
119 degrees 43 minutes east longitude). Penghu County is an existing
administrative division.

This mark certifies tea leaves as originating in the Wenshan area, which includes
Xindian, Pinglin, Shihding, Shenken, Xizhi and Pingxi in New Taipei City as well
as Wenshan District and Nangang District in Taipei City. The Wenshan area is a
geographical name that suggests a specific geographical region.

(2) The quality, reputation, or other characteristics the goods or services possess

The goods or services identified by a geographical certification mark must possess
a particular quality, reputation or other characteristics. Quality means any physical
characteristic that can be objectively identified, such as the degree of sweetness and
weight of a fruit. Reputation means that the reputation the goods enjoy among
consumers is linked to a geographical region; for example, if a place where a good
originates immediately comes to a consumer's mind when the good is mentioned, it
means that the place has a reputation associated with the good. As for other
characteristics, they may include color, texture, and scent. Generally speaking, quality
refers to the characteristics of a good or service that are liked, and reputation
demonstrates the extent to which a good or service is known. However, color, texture,
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or scent may not always be a characteristic appreciated by consumers, but instead one
that makes a neutral or even negative impression. The smell of blue cheese and stinky
tofu are examples.

To ensure that goods or services possess the required quality or characteristics, the
applicant may require that the goods or services or their materials, mode of
manufacture, or manner of production meet a certain set of standards, such as rice taste
value, residue standards and storage requirements for aquatic products, and the sensory
quality and mode of manufacture of tea leaves. All the relevant standards must be
specified.

If the applicant claims that the goods or services certified have a certain reputation,
it must submit evidence showing that the geographical origin is well known for the
goods or services certified, such as media reports from newspapers, magazines, or
radio, records of prizes or awards won, or advertisements or promotional materials for
the marketing of the goods or services. Discussions on the Internet may also be
considered, but care must be taken to ensure their accuracy and objectivity.

Examples of accepted marks:

R
Ny nm:-.c.f’/f

[ ] o

The required quality or characteristics for tea leaves are: @ being leaf buds picked
from the tea plant Camellia sinensis and lightly fermented to make tea; @ lightly
fermented tea: tea processed from selected fresh tea leaves that go through the
withering and tossing processes indoors to cause oxidation and fermentation of
"catechin," the main ingredient in tea leaves, by enzymes, resulting in the
emission of a unique fragrance or flavor, and then go through such processes as
blanching, rolling, drying, and refined baking; @ features: possessing a delicate
fragrance and rich aroma with a smooth and mellow flavor; appearance of dried
leaves: tight and well-proportioned with a dark green color and oily appearance;
liquor of brewed tea: clear and bright with a honey-green or honey-yellow color;
fragrance: mildly sweet with a delicate aroma and smooth texture; wet leaf:
remaining whole and with leaf and stem joint, green with luster, and surrounded
by red borders; @ safety: being within the safe tolerance limits announced by the
Department of Health of the Executive Yuan; and ® storage: tea leaves that are
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sought to be certified should be specifically distinguished and stored.
(3) How the characteristics are related to geography

The relatedness of a specific quality, reputation, or other characteristics of a good
or service to the geography of a place includes the relatedness thereof to the natural
conditions or cultural traditions of that place. For example, if the quality, reputation, or
other characteristics of a good are essentially attributable to the natural conditions of
that place such as the soil, climate, wind, water quality, elevation, and humidity, or are
related to the manufacturing process, manner of production, manufacturing techniques
that are traditional or unique to that place, they are related to the geographical origin.

Examples of accepted marks:

This mark is registered and owned by the Chiayi County Government. The quality,
reputation, or other characteristics of Alishan high mountain tea from Chiayi
County are related to the geography of the place named in the mark. Such
relatedness is due to the following: In the area around Alishan and Yushan
mountains, exposure to sunlight is relatively brief most days, and the soil is ideal
for growing tea. The climate and water quality are optimal as well. The area
receives abundant sunlight in the morning from the east but becomes cloudy and
misty in the afternoon, when the sunlight, reflected by water vapor, becomes soft
and diffused. At this time the temperature drops, which slows the growth of the
tea plants. The cell walls of the tea leaves become thicker. The buds are soft and
the leaves are thick, plump, and rich in pectin. Farmers will carefully select the
best stems with "one bud and two leaves" and pick the leaves by hand. The tea has
a sweet taste and emits a rich aroma when brewed.
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This mark is registered and owned by the Penghu County Government. The
quality, reputation, and other characteristics of Penghu Siwei handmade misua
noodles are related to the geography of the place named in the mark. Such
relatedness is due to the following: Siwei is a village located at the northernmost
part of Magong City in Penghu. Siwei is bounded by sea to the north and east,
which provides the area with pleasant breezes. It receives scarce rainfall and
abundant sunlight. The area's geographical features are very special. Moreover,
the Penghu breezes are salty, adding a unique traditional flavor to the area's misua
noodles. Siwei misua noodles were introduced to Penghu by a chef from China in
the mid-to-late Qing Dynasty, and it has been nearly 150 years since then.
Throughout the community, families can be seen stretching misua noodles and
hanging them to dry under the sun. Exposed to sun and sea breezes, the misua
noodles absorb the natural nutrients of the pristine air, which, combined with a
century of sophisticated noodle-making skills, contribute to the unique process by
which Siwei handmade misua noodles are produced.

(4) Manner of use and fees for use of certification mark

If the proprietor has its own regulations on the manner in which the certification
mark may be used, such as the place where the mark should appear on goods or
packaging, or the size of the mark, such regulations should be stated under the heading
"manner of use and fees for use of certification mark." In addition, if there are any fees
charged for applications for or use of the certification mark, they should also be stated
under this heading.

2.3.3.3 Methods of managing and supervising the use of the certification mark

The methods of managing and supervising the use of the certification mark refer
to the concrete methods the proprietor uses to manage and supervise the use of its
certification mark as well as relevant rules regarding operating procedures, such as
procedures for implementing supervision and periodical or non-periodical testing or
inspection, prescribed period for improvement and penalties in case of non-compliance,
and penalties based on the seriousness of violation of the regulations governing use.
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Where testing or inspection of goods or services is required for use of a
certification mark, the testing or inspection methods must be stated. If the applicant
does not undertake the testing or inspection task itself, it may commission a competent
juridical person or group to undertake the task on its behalf. The commissioned
juridical person or group may also give consent to the use of the certification mark in
the proprietor's name, if the tested or inspected goods or services are found to comply
with the conditions prescribed in the regulations governing use. However, even though
the proprietor does not undertake the testing or inspection or the certification task itself,
it should still exercise control over the use of the mark to ensure compliance with the
regulations governing use. Therefore, the proprietor must exercise supervision or
control over the commissioned tester/inspector or certifier and, in addition to
specifying the name of the commissioned tester/inspector or certifier, provide an
explanation of how it will supervise and control them under the heading "methods
used to manage and supervise use of certification mark."

2.3.3.4 Procedures for applying to use a certification mark and resolving disputes
thereof

See Section 2.2.3.4 of the present Guidelines for reference.
2.3.4 Distinctiveness

The distinctiveness of a geographical certification mark is the character of the
mark indicating the place from which the certified goods or services originate and
distinguishing them from those that are not certified (Paragraph 1 of Article 80 of the
Trademark Act). Therefore, a geographical certification mark must be distinctive
enough to be used by general consumers to identify geographical origin as well as to
distinguish goods or services that are certified by the mark as originating in the
geographical region from those that are not certified as originating in the geographical
region. The provisions of Article 29 of the Trademark Act relating to distinctiveness of
trademarks should apply when determining such issues as distinctiveness, acquired
distinctiveness, and disclaimers, depending on the nature of the issue to be determined.
The Examination Guidelines on Distinctiveness of Trademarks and the Examination
Guidelines on Disclaimers should also be applied in the examination of such issues.

The ability of a geographical certification mark to distinguish the goods or
services that it certifies as originating in the geographical region from those that are
not certified as originating in the geographical region is due to the fact that it certifies a
geographical origin, a special feature of geographical certification marks. Therefore,
the Trademark Act includes special provisions relating to the distinctiveness of
geographical certification marks and disclaimer of the name of a geographical location
(Paragraph 1 of Article 84 of the Trademark Act). In the examination of an application
to register a trademark, if the trademark consists merely of words descriptive of the
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geographical origin of the goods or services, registration will often be refused on the
ground that the trademark is non-distinctive. However, in the case of a geographical
certification mark, because the geographical origin is a matter to be certified by the
mark, registration should not be refused on the ground that the mark is non-distinctive
as it consists merely of word(s) descriptive of the geographical origin of the goods or
services. When the name of a geographical origin is used as a portion of a mark and
the mark as a whole is distinctive, the trademark registrar office should not require
from the applicant a disclaimer of that portion on the ground that it describes the
geographical origin of the goods or services and may give rise to doubts or questions
about the scope of the rights in the mark. In this regard, Subparagraph 1 of Paragraph 1
and Paragraph 3 of Article 29 of the Trademark Act do not apply to the name of a
geographical origin identified in a geographical certification mark. As for whether or
not a description, generic mark/term or other signs which are devoid of any
distinctiveness other than the name of a geographical origin, contained in a
geographical certification mark must be disclaimed, it should still be determined in
accordance with the Examination Guidelines on Disclaimers.

In some circumstances, it is customary for traders of agricultural products to use
"the name of a geographical origin followed by the name of a good" to indicate the
place from which the good originates. For example, "Z &~ A" ("Yunlin papaya") is
used merely to indicate that the papaya originates in Yunlin. If an applicant obtains
registration of a geographical certification mark that consists entirely of "the name of
a geographical origin followed by the name of a good," there will be doubts or
questions as to whether or not a claim of infringement may be made or whether it is
reasonable use when an unauthorized person uses "the name of a geographical origin
followed by the name of a good" as a certification mark. To differentiate certified
goods from non-certified goods, the proprietor may stipulate in the regulations
governing use the conditions of use of the mark, such as the place where the mark
should appear, the style in which the mark is presented, and the color(s) of the
packaging for the goods. To resolve the issue described above, it is advisable to
include in the mark, at the filing of the application, a distinctive device or words in
addition to "the name of a geographical origin followed by the name of a good,"
especially words that clearly indicate that the sign is a geographical certification mark.
This may increase the distinctiveness of the mark and help safeguard the rights to the
mark.

Examples of accepted marks:
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In addition to "the name of a geographical origin (# 4 ) followed by the name of
a good (" k %)," this mark also includes a distinctive device and the text "

A RTEH e A H PR T A b P 4R R " and "Taiwan. Hsinchu. Beipu Township
Office."

o
In addition to "the name of a geographical origin (P *? %) followed by the name
of a good (4= %)," this mark also includes a distinctive device.

° renaHu Seaflood

In addition to "the name of a geographical origin (i# /) and the name in English
(PENGHU) followed by the name of a good (Seafood)," this mark also includes a
distinctive device and the words " i # "

If for general consumers the name of a geographical origin carries the
significance of a particular mode of manufacture, flavor, or way of cooking, then "the
name of a geographical origin" or "the name of a geographical origin followed by the
name of a good" used in the mark may become a descriptive or generic name other
than the name of the place from which the good originates. For example, both "+ 7 7%
" ("Loulan brick") and " & /F]" ("Shaoxing rice wine") are already generic names;
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any application to register them as a geographical certification mark will not be
accepted as they will be held to be non-distinctive. If questions arise as to whether the
name is a descriptive or generic name other than the name of the place from which the
good originates, the trademark registrar office may consult and seek advice from the
competent central government authority with jurisdiction over the business to which
the certified goods or services pertain.

2.3.5 Other grounds for refusal of registration

For an application to register a geographical certification mark, none of the
grounds specified in Articles 30 and Paragraph 3 of Article 65 of the Trademark Act
for refusal of registration should exist (see Section 2.2.5 of the present Guidelines for
reference). To illustrate the relevant principles applied when examining geographical
certification mark applications, the following explanation addresses the grounds for
refusal of registration commonly seen in practice.

2.3.5.1 Being likely to mislead the public as to the nature, quality, or place of
origin of the certified goods or services

A geographical certification mark is used to certify a geographical origin;
therefore, it is rare for a geographical certification mark to be considered likely to
mislead the public as to the origin of the goods or services certified. However, when a
geographical certification mark contains a description of the nature or quality of the
certified goods or services, but from the content of the certification and the conditions
of use of the mark, such description is untruthful and may mislead consumers to
believe that it is true and so affect their wish to make a purchase, the mark is deemed
likely to mislead the public as to the nature, quality, or place of origin of the goods or
services (Subparagraph 8 of Paragraph 1 of Article 30 applicable mutatis mutandis to
Article 94 of the Trademark Act) and should be refused for registration accordingly
(Paragraph 1 of Article 31 applicable mutatis mutandis to Article 94 of the Trademark
Act). Nevertheless, if deletion of that portion would not constitute a substantial change
of the mark, the Registrar Office may require the applicant to delete that portion and
allow registration of the mark after such deletion is made (Article 23 applicable
mutatis mutandis to Article 94 of the Trademark Act).

2.3.5.2 Existence of a likelihood of confusion on relevant consumers

A geographical certification mark has an origin-indicating significance, and it
usually contains the name of a place or a sign capable of indicating a particular
geographical region. When determining whether a certification mark is similar to a
trademark, they cannot be held to be similar merely because they contain the same
name of a place or signs that suggest the same geographical place. Whether a
certification mark is similar to a trademark must be determined by viewing the mark
as a whole. This is no different from determination of similarity between trademarks.
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See Section 2.2.5.2 of the present Guidelines for principles employed to determine
likelihood of confusion among relevant consumers.

Examples that a likelihood of confusion does not exist on relevant consumers:

Adiznan HighH &Aadaiane Tes

The image on the left is a trademark earlier registered by the Alishan Township
Farmers' Association of Chiayi County for use on tea leaves. The image on the
right was registered later by the Chiayi County Government as a certification
mark to certify tea leaves originating in the Alishan tea plantation region.
Although both marks contain "f# 2 .:"" to indicate the place of origin, there are
also different devices and words included in the marks. The degree of similarity
between them is very low. Even though they are both used on tea leaves, they do
not mislead relevant consumers into thinking that the goods on which the
later-filed certification mark is used and the goods on which the earlier-registered
trademark is used are from the same source or a different but related source.
Hence, the later-filed certification mark was granted registration.

Examples that a likelihood of confusion does not exist on relevant consumers:

The image on the left is a certification mark registered by the Lugu Township
Office of Nantou County and used to certify tea leaves as originating in Lugu
Township of Nantou County. The trademark in the right image was registered
later by the Lugu Township Farmers' Association of Nantou County and is used
in connection with tea leaves and tea-based beverages. Although both marks
contain "A & " ("Lugu") and may indicate that Lugu is the place from which the
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goods originate, the name "/ # " in the right image refers to the Lugu Township
Farmers' Association. Moreover, the two marks are completely different in terms
of composition of elements. Even if they are both used on tea leaves, consumers
will not be confused into thinking that the goods bearing the trademark in the
right image are goods certified by the Lugu Township Office of Nantou County.
Hence, the later-filed trademark was granted registration.

2.3.6 Miscellaneous matters

There are cases where an applicant who has obtained registration of a collective
trademark in another country desires to register the mark as a certification mark in
Taiwan. Generally speaking, all countries stipulate different requirements for use of
collective trademarks and use of certification marks -- the use of a collective
trademark is restricted to members of a group, whereas the use of a certification mark
is not. Therefore, the applicant must state that use of its collective trademark is not
restricted exclusively to members. For example, where the applicant's country of
origin does not require that a collective trademark be used by members only or allows
a collective trademark to be used by non-members under license, or where the laws of
the applicant's country of origin restrict the license of a collective trademark, but the
applicant has obtained the trademark authority's permission to license use of the
collective trademark to non-members, the applicant may obtain registration of a
certification mark by providing the relevant laws or documents as evidence, and
stating in the regulations governing use that the application is for a certification mark.

2.4 Post registration matters
2.4.1 Amendment to the regulations governing use

The proprietor of a certification mark may amend the regulations governing use
after the mark is accepted for registration, such as changing the quality standards the
goods must meet, the manner in which the mark is used, and any procedural matters.
An amendment cannot broaden the scope of the goods or services certified by the
mark. The regulations governing use may affect use of the mark by existing and
potential users as well as consumers' interests in relying on the mark to recognize and
identify goods or services of a certain quality or characteristics. Therefore, amended
regulations must be examined by the trademark registrar office in the same way as the
regulations governing use for a new application. Once accepted, the amended
regulations governing use will be published in the Trademark Gazette (Paragraph 5 of
Article 82 of the Trademark Act).

2.4.2 Use of certification marks

“Use of a certification mark” means the use of such mark by any person who is

allowed by the proprietor of such mark in accordance with the conditions prescribed in
the regulations governing the use of such mark (Article 83 of the Trademark Act). In
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other words, it means a person who is allowed by the proprietor of such mark apply
the mark in the course of trade to goods or packaging or containers thereof, to articles
relating to the provision of services, to commercial documents or advertisements
relating to goods or services, or to acts performed by digital audio-visual means,
through electronic media, on the Internet, or through other media, where such mark is
capable of being recognized by relevant consumers as a certification mark (Article 5
applicable mutatis mutandis to Article 17 of the Trademark Act). The proprietor of a
certification mark cannot itself use the mark on the goods or services certified by the
mark, but may use the mark in advertising or promotion of the mark.

Obtaining registration of a geographical certification mark does not guarantee
that the goods will achieve acclaim in the market. Only through persistent promotion
of the mark and the goods certified by the mark and practical management and
supervision of the use of the mark to support recognition thereof and belief by
consumers that the goods from the place identified by the mark possess a certain
quality or characteristics does the value of a geographical certification mark become
manifest. In addition, the proprietor and the users of a certification mark have to work
together to improve the quality of the goods from the certified geographical origin.
Only by doing so can the goods come to the fore in a highly competitive market and
the marks retain significance with the passage of time. And only then does protection
for marks that are used as an indication that goods originate from a particular
geographical region have any actual meaning.

A geographical origin has a descriptive significance in relation to goods or
services. It is common for businesses within the scope of the region identified by a
geographical origin named in a certification mark to use the mark, before registration
has been sought, to indicate the geographical origin of their goods or services in a
certain manner and according to the usual trade practices for the goods or services in
that place. Therefore, the rights to a certification mark afforded by the Trademark Act
do not include right to prohibit a third party from indicating place of origin in relation
to his/her own goods or services, in accordance with honest practices in industrial or
commercial matters. (Paragraph 2 of Article 84 of the Trademark Act).

2.4.3 Certification mark transfer, license, and pledge

The right of a certification mark shall not be transferred or licensed after
registration. However, if such transfer or license is unlikely to injure the interests of
consumers or contravene fair competition and has been accepted by the Registrar
Office, such right may be transferred or licensed (Article 92 of the Trademark Act).
Where a certification mark transfer or license is concerned, the trademark registrar
office should take into consideration the transferee's or the licensee's qualifications
and capability to certify, and whether the transfer or license will be detrimental to the
interests of consumers and contravene fair competition. The transferee or licensee
should be required to make a declaration that it does not carry on a business involving
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manufacture and marketing of goods or provision of services of the kind certified. If
the transfer of a certification mark necessitates corresponding amendment to the
regulations governing use, such as the mark proprietor's name or address, an amended
version of the regulations governing use must be submitted to the trademark registrar
office when available. Moreover, if a mark contains the original mark proprietor's
name, an transfer of such mark will result in a discrepancy between the mark and the
mark proprietor's name. In such a case, the transfer will not be accepted. It would be
more appropriate for the transferee to file a new application to register the mark.

Examples of certification marks accepted for transfer:

&
o

_
NS

This mark was originally owned by the Taiwan External Trade Development
Council, which was commissioned by the Ministry of Economic Affairs to register
the mark and act as the mark proprietor. The Council later filed a request to have
the rights to the mark transferred to the Ministry of Economic Affairs. After
examination, the trademark registrar office accepted the transfer on the grounds
that the transferee, as a government entity, possesses the qualifications of a
certification mark proprietor and the capability to certify, and is more credible and
relatively just and impartial, and that the transfer thereof is not likely to damage
the interests of consumers and contravene fair competition.

. [}
T

_.!,iq‘

This mark was originally owned by the Taiwan Textile Federation. A request was
later made to have the rights to the mark transferred to the MIT Underwear
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Innovation Alliance. After examination, the trademark registrar office accepted the
transfer on the grounds that the transferee possesses the qualifications of a
certification mark proprietor and the capability to certify, and that the transfer
thereof is not likely to damage the interests of consumers and contravene fair
competition.

Also, the right of a certification mark shall not be the subject of a pledge (Article
92 of the Trademark Act). The purpose of a pledge is to provide security for the
payment of a debt; the creditor may sell the article pledged if the debt is not paid by
the due date. Because certification mark proprietors are limited to parties with certain
qualifications and capability to certify, and because to be effective, the transfer of the
rights in a certification mark must be accepted by the trademark registrar office, it is
inappropriate for the rights in a certification mark to be the subject of a pledge.

2.4.4 Opposition, invalidation, and revocation proceedings against certification
marks

Any person may file an opposition to registration of a certification mark within
three months from the day following the date of publication of registration on the
grounds that such registration falls under Paragraph 1 of Article 29, Paragraph 1 of
Article 30, or Paragraph 3 of Article 65 (Article 48 applicable mutatis mutandis to
Article 94 of the Trademark Act); an interested party may also file invalidation, or a
trademark examiner may submit a proposal for invalidation, against the registration of
a certification mark on the same grounds after the date of publication of registration
(Article 57 applicable mutatis mutandis to Article 94 of the Trademark Act).

A certification mark may be revoked under Article 93 of the Trademark Act,
which sets forth the grounds to revoke a certification mark, as well as on the same
grounds as those for the revocation of a trademark (Paragraph 2 and 3 of Articles 63
applicable mutatis mutandis to Article 94 of the Trademark Act). The grounds for
revocation of a certification mark as set forth in Article 93 of the Trademark Act refer
to the following:

1. The certification mark is used by the proprietor of such mark as a trademark: If a
certification mark proprietor uses the certification mark as a trademark to identify
its own goods or services, the function of the certification mark for indicating and
distinguishing the goods or services certified will be weakened, thereby eliminating
the basis for the rights associated with the mark. Therefore, such use should be
prohibited.

2. The proprietor of the certification mark carries on a business of goods or services
of the kind certified: There is a competitive relationship between the certification
mark proprietor and businesses in the same trade. If the mark proprietor itself is in
the business of the certified goods or services, it may fail to be fair and objective,
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and questions may arise about the fairness with which the certification mark is
controlled. Hence, such conflicting interests constitute grounds for revocation.

. The proprietor of the certification mark is no longer competent to certify another
person’s goods or services to which the registration certification mark is designated:
A certification mark proprietor who is no longer deemed competent to certify can
hardly continue to certify goods or services of others to assess compliance with the
conditions stipulated in the regulations governing use. Therefore, such
circumstances constitute grounds for revocation.

. The proprietor of the certification mark discriminates against those who apply for
certification: A certification mark serves to guarantee the particular quality or
characteristics of the goods or services that it certifies, and goods or services that
have been certified by a certification mark are often more competitive than those
that are not certified. If a certification mark proprietor discriminates against
applicants, it will adversely impact fair competition in the marketplace. Therefore,
this constitutes a ground for revocation.

. The proprietor of such mark transfers, licenses, or establishes a pledge on the right
of the mark which falls under Article 92 of the Trademark Act: If a certification
mark is transferred, licensed, or pledged by the mark proprietor without the
trademark registrar office's approval, such act will have no effect, but is a culpable
act. Therefore, it constitutes a ground for revocation.

. The proprietor of such mark does not manage or supervise the use pursuant to the
regulations governing the use: How the function of a certification mark to certify
can be preserved depends completely on the mark proprietor's management and
supervision over the use of the certification mark in accordance with the
regulations governing use. A certification mark's function to certify would be
harmed if the proprietor fails to perform this obligation. Therefore, it constitutes a
ground for revocation.

. The proprietor of such mark uses the mark improperly that is likely to cause
damage to others or the public: This is a general regulation. In addition to the
grounds specified above, a registration may be revoked if the mark is used in a
manner that is improper and may therefore cause damage to others or to the public.

. Although a certification mark proprietor may, upon approval by the trademark
registrar office, grant others a license to use the certification mark, it should still
exercise reasonable care to see if the licensees exercise management and
supervision in accordance with the regulations governing use and if they violate
any provisions of the Trademark Act relating to the use of certification marks. The
revocation shall also apply in the case where the proprietor of the registered
certification mark who, knowingly or with reasonable grounds to know, shows no
objection to the conduct as prescribed in the preceding paragraph by a licensee.
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3. Collective trademarks
3.1 Definition

A collective trademark is a sign that serves to indicate goods or services of a
member in an association, society or any other group which is a juridical person and
distinguish goods or services of such member from those of others who are not
members (Paragraph 1 of Article 88 of the Trademark Act). Therefore, a collective
trademark is a sign provided for use by members of a group and is used to indicate that
goods or services originate from a member of a particular group. The trademark
registrar office may also set forth requirements relating to the quality, geographical
origin, or other characteristics of the goods or services.

A group owns the rights to a collective trademark for the purpose of maintaining
and protecting the common interests of its members. The proprietor of a collective
trademark must manage and supervise the use of the mark to prevent misuse by any
individual member that may adversely affect the reputation of the mark. Although
collective trademarks and trademarks are both used to indicate the commercial source
of goods or services, a trademark indicates a single commercial source, whereas a
collective trademark indicates multiple commercial sources. The proprietor of a
collective trademark may use, according to the conditions of use prescribed in the
regulations governing use of the collective trademark, the collective trademark on the
goods or services provided by the group, and may also use the collective trademark in
any advertising and promotional activities to promote the goods or services provided
by the group's members.

A collective trademark may be classified as either a general collective trademark
or geographical collective trademark. The former is served to indicate goods or
services of a member in a particular group, and the latter is served to indicate not only
that goods or services of a member in a particular group, but also a specific place of
origin of goods or services of a member. Where a geographical collective trademark is
concerned, the goods or services from that geographical region shall have a given
quality, reputation or any other characteristics (Paragraph 2 of Article 88 of the
Trademark Act). The expression "the goods or services from that geographical region
shall have a given quality, reputation or other characteristics" refers to the
characteristics a good or service possesses due to geographical factors. That is, the
quality, reputation, or other characteristics of a good or service are sufficiently related
to the geography of that region, being attributable to, for example, the soil, climate,
wind, water quality, elevation, humidity in that region, or are related to the
manufacturing process, production methods, manufacturing techniques that are
traditional or unique to that region (see Section 2.3.3.2(3) of the present Guidelines for
reference). If the character or quality of the goods on which a collective trademark is
used is purely the result of the exercise of supervision and control according to the
production criteria established by the proprietor, rather than being related to the
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geography in a region, the definition of a geographical collective trademark is not met.
Even if the trademark contains a geographical name or a sign capable of indicating a
geographical region, it still does not belong to the category of geographical collective
trademarks; instead, it belongs to the category of general collective trademarks (see
Section 3.2.3.2 of the present Guidelines for reference).

Examples of accepted general collective trademarks:

! 4

This mark is designated for use on bicycles, parts and fittings of bicycles, electric
bicycles, and parts and fittings of electric bicycles. It is registered and owned by
A-Team Association, and is provided for use by its members on said goods.

This mark is designated for use on vegetarian meat, vegetarian shredded pork
jerky, artificial meat, tofu, tofu skin, and dried tofu. It is registered and owned by
the Taiwan Vegetarian Association, and is provided for use by its members on

said goods.

This mark is designated for use on insurance services, insurance companies,
insurance brokers, insurance intermediary, insurance agents, insurance surveyors,
insurance actuarial services, insurance consultation, insurance information. It is
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registered and owned by the Insurance and Financial Association of Taiwan, and
1s provided for use by its members on said services.

Examples of accepted general collective trademarks (with a geographical name):

This mark is designated for use on fresh pineapples, and it is registered and owned
by Farmers' Association of Pingtung. Although this collective trademark contains
the word "PINGTUNG," the quality, reputation, or any other characteristic of the
designated goods (fresh pineapples) is unrelated to the geography of Pingtung.
Therefore, this mark belongs to the category of general collective trademarks.

This mark is designated for use on non-alive aquatic products, frozen aquatic meat
products, frozen seafood meat products, sliced fish meat, fish meat products, fish
chops, sashimi, and it is registered and owned by the Taiwan Tilapia Alliance.
Although this collective trademark contains the word "TAIWAN" and an "outline
of Taiwan," the quality, reputation, or any other characteristic of the designated
goods is unrelated to the geography of Taiwan. Therefore, this mark belongs to the
category of general collective trademarks.
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This mark is designated for use on fresh fruit, fresh vegetables, flowers, seedlings,
and unprocessed rice, and it is registered and owned by the Taiwan Safe and
High-Quality Agriculture Extension Association. Although this collective
trademark contains the word "TAIWAN," the quality, reputation, or any other
characteristic of the designated goods is unrelated to the geography of Taiwan.
Therefore, this mark belongs to the category of general collective trademarks.
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This mark is designated for use on foot massage, massage, aromatherapy, and
traditional folk therapy, and it is registered and owned by the Taichung Foot
Reflex Therapeutist Labor Union. Although this collective trademark contains the
words " 5 ¢ # " and "Taichung," the quality, reputation, or any other
characteristic of the designated services is unrelated to the geography of Taichung.
As they are used merely to indicate that the services are provided in Taichung, this
mark belongs to the category of general collective trademarks.

Examples of accepted geographical collective trademarks:
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This mark is designated for use on mangos originating in Fangshan Township of
Pingtung County. The quality, reputation, or other characteristics of Fangshan
mangos are related to the geography of Fangshan, and such relatedness is due to
the following: The shape of Pingtung's Fangshan Township is long and narrow. It
is nestled between mountains and the sea, and receives abundant sunlight.
Fangshan Township is Taiwan's mango growing area at the southernmost end of
Taiwan. The place not only receives sunlight as early as five a.m., but also enjoys
longer daylight hours than any other part of Taiwan, and has an average daytime
temperature of 30°C. Because the average temperature is higher than other mango
growing areas, it brings forward the harvest time. Mangos grown in Fangshan can
even be harvested 15 to 30 days earlier than those grown in neighboring
townships. Therefore, early harvest makes Fangshan mangos stand out above
others. Moreover, Fangshan receives sea breezes from the Taiwan Strait all year
round, which bring with them the trace elements and minerals needed by mango
trees. To taste good, mangos have to be grown in places with scarce rainfall,
ample sunlight, and high temperature when bearing fruit. Fangshan happens to
have all these conditions. Its dry down-slope wind, well-drained soil, and hot
climate all contribute to Fangshan red-skinned, yellow-fleshed mangos and their
sweet taste.

! -..
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This mark is designated for used on tea leaves originating and grown in the
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farmlands of Lala Mountain in Fuhsing Township of Taoyuan County at an
altitude above 1,000 meters. The quality, reputation, or other characteristics of
Lala Mountain high mountain tea are related to the geography of Fuhsing
Township, and such relatedness is due to the following: Fuhsing Township has a
high altitude and latitude. It is characterized by a cool to cold climate and is
shrouded in clouds and mist all year round. The day and night temperatures differ
by more than 10 degrees Celsius. The forests there are well maintained. The soil is
rocky soil with high fertility and good drainage, which makes it ideal for growing
tea trees. The tea leaves grown in Fuhsing Township do no have an earthen taste,
but have a delicate, sweet flavor and aroma. They also have a rich aftertaste with
no bitterness. The leaves are thick, plump, and rich in pectin, and the tea liquid
tastes sweet and mellow. The tea has special floral and fruity aromas.

Both geographical collective trademarks and geographical certification marks can
be used to protect the name of a geographical origin. The applicant of a certification
mark must be a third party other than the provider of the goods or services certified by
the mark. Besides, to maintain impartiality and ensure fairness in certification, it
cannot carry on a business of goods or services of the kind certified. The applicant of a
geographical collective trademark, however, is usually a group that is composed by
various producers of goods or services and aims to protect and enhance the common
interests of the producers (members) in the place named in the mark. The members are
subordinate to the group, and the group can also be the provider of the goods or
services on which the geographical collective trademark is used. In addition to the
above, the applicant of a geographical certification mark may be a non-corporate body,
whereas the applicant of a geographical collective trademark has to be a group that
exists as a juridical person. Therefore, to obtain protection for the name of a
geographical origin, the applicant should choose from the different protection regimes
the one that is appropriate for it based on its entity type and how it controls the use of
mark.

3.2 Examination of applications

An application to register a collective trademark shall be made by filing an
application setting forth the applicant's name, a drawing of the proposed mark, and the
designated goods or services

An application for registration of a collective trademark shall be made by filing
an application containing (the name and address of) the applicant, a reproduction of
the trademark, and the list of designated goods or services (Paragraph 1 of Article 19
applicable mutatis mutandis to Article 94 of the Trademark Act). The application
should also set forth the class number(s) and the names of the designated goods or
services. If the application is for a geographical collective trademark, when specifying
the goods or services, the applicant should also specify the scope of the geographical
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region which the place of origin defines, such as "tea leaves originate in
Township in County." The quality, reputation, or other characteristics of the
goods or services on which a geographical collective trademark is used to indicate the
place where they originate must be related to the geography of that place. The unique
natural conditions or cultural traditions of a geographical region often make the region
suitable for developing a particular good or service. Therefore, a geographical
collective trademark, in principle, is used to certify only one type of goods, such as
"tea leaves," "rice," "taro," or "misua noodles." However, in exceptional circumstances,
a geographical certification mark may certify goods of a general type, such as "aquatic
products."

In addition, the applicant must submit regulations governing the use of its
collective trademark (Paragraph 1 of Article 89 of the Trademarks Act), and, to be
registered, the collective trademark must be distinctive and there should be no other
grounds for refusal (Articles 29 and 30 applicable mutatis mutandis to Article 94 of the
Trademark Act). Examination as to the definition of a collective trademark, the
applicant, the regulations governing use, the distinctiveness of a collective trademark,
and other grounds for refusal of registration are explained as follows:

3.2.1 Whether the mark meets the definition of a collective trademark

A collective trademark is a sign that serves to indicate goods or services of a
member in a group and distinguish goods or services of such member from those of
others who are not members. Therefore, a sign does not belong to the category of
collective trademarks if it is not provided for use by members or is not used on goods
or services to indicate their commercial source. In addition, a geographical collective
trademark serves to indicate a specific place of origin of goods or services of a
member; therefore, such goods or services from that geographical region shall have a
given quality, reputation or other characteristic, and such characteristics must be
related to the geography of that place (see Section 3.1 of the present Guidelines for
reference).

If an applied-for collective trademark contains the name of a place but does not
meet the definition of a geographical collective trademark, the trademark registrar
office will consider whether it qualifies as a general collective trademark or any other
type of trademark according to the facts of the particular case. However, an application
form for a collective trademark differs significantly from that for other types of
trademarks. An applicant must submit the correct application form; presuming all
requirements for filing date are met, the date on which the correct type of trademark
application is filed will be taken to be the filing date of the application. The application
will not be accepted if noncompliance is not amended within the specified period or
the mark still does not meet the definition of a geographical collective trademark after
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examination (Paragraph 1 of Article 8 applicable mutatis mutandis to Article 17 of the
Trademark Act).

3.2.2 Applicant's qualifications and representativeness

The applicant of a collective trademark application must be an association,
society or any other group which is a juridical person (Paragraph 1 of Article 88 of the
Trademark Act). A civil group established with the approval of a competent authority
in accordance with the Civil Groups Act is not yet qualified as a juridical person; it
must register with the competent district court as a juridical person pursuant to law.
Therefore, the applicant must submit with its application a certificate of incorporation
to prove that it has been registered with a competent district court. If the applicant is a
farmers' association, fishermen's association, cooperative, association, or educational
association that is incorporated pursuant to the Farmers Association Act, the
Fishermen Association Act, the Cooperative Act, the Business Group Act, the
Industrial Group Act, or the Educational Association Act, it came into existence as a
juridical person when it was established under the law; therefore, submission of a
certificate of registration is sufficient.

A collective trademark is provided by a group for use by its members. Therefore,
the applicant must be an association, society or any other group that is a collective
entity of "persons." A foundation is a collective entity of "property." Although a
company is a business corporation, it is itself a business entity, rather than an entity
doing business in the name of each individual shareholder, and therefore there is no
need for a company to use a collective trademark to indicate the goods or services
provided by its members. A natural person has the capacity for rights, but is not an
"association, society or any other group." Accordingly, foundations, companies, and
natural persons are all ineligible to apply for registration of a collective trademark.

The function of a geographical collective trademark is to indicate that a member's
goods come from a particular place, and the applicant thereof must have
representativeness to file the application with respect to the name of that place
(Paragraph 2 of Article 82 applicable mutatis mutandis to Article 91 of the Trademark
Act). The term "representativeness" means the quality of being representative of those
carry on a business of goods or services of the kind certified within a particular
geographical region. Determination of an applicant's representativeness may be based
on how long the applicant has been established, the extent to which the applicant is
known in the region concerned, the percentage of businesses in the region the
applicant is able to control, and how familiar the applicant is with the quality,
characteristics, production, technical matters, and the producers/manufacturers of the
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products in the region. If there is any doubt about the representativeness of the
applicant of an application for registration of a geographical collective trademark, the
Registrar Office may consult and seek advice from the central government authorities
in charge of business related to such goods or services (Paragraph 2 of Article 82
applicable mutatis mutandis to Article 91 of the Trademark Act).

It 1s possible for a place of origin to be a particular geographical region formed
due to natural and human influences over time, in which case the place of origin
named in a geographical collective trademark may cover more than one administrative
area separated by artificial division. If within the same place of origin some juridical
persons or groups represent only a portion of the businesses and some represent the
other, those juridical persons or groups may file the application jointly or, after
negotiation and agreement, by one or some of them.

Where the application is to register a geographical collective trademark featuring
a foreign place of origin, if a foreign juridical person, group or government agency,
who files such application for registration of a geographical collective trademark,
submits documents of proof of such geographical collective trademark being protected
in the name and country of origin of such applicant, the applicant may be considered
representative (Paragraph 3 of Article 82 of the Trademark Act).

A geographical collective trademark application will be inadmissible if an
applicant whose qualifications and representativeness are in question has been notified
to remedy the noncompliance, but such noncompliance is not amended within the
specified period, or even after the amendment, the applicant still does not meet the
required qualifications or is still found by the trademark registrar office to be not
representative (Paragraph 1 of Article 8 applicable mutatis mutandis to Article 17 of
the Trademark Act).

Examples of inadmissible cases:

® XYZ Tourism Association applied to register a collective trademark. Although this
association is a justice person, it is a collective entity of "property" that has no
members. Given this, said association was not a qualified applicant and the
application it filed was inadmissible.

® XYZ Cosmetics International Limited applied to register a collective trademark. It
is a company which is itself a business entity, rather than an entity doing business
in the name of each individual shareholder, and therefore there is no need for it to
use a collective trademark to indicate the goods or services provided by its
members. Given this, said company was not a qualified applicant and the

369



application it filed was inadmissible.

® 7YZ Production and Marketing Group applied to register a collective trademark.
Because a production and marketing group has no legal personality, the
application was inadmissible.

3.2.3 Regulations governing use of collective trademark

The regulations governing the use of a collective trademark are the basis for
controlling the use of the mark. To make the relevant provisions relating to the use of a
collective trademark easily accessible and understood by any interested parties (such
as potential users) as well as the public, the Trademark Act expressly provides that the
applicant must submit with its application the regulations governing the use of the
collective trademark (Paragraph 1 of Article 89 of the Trademark Act), matters that
should be set forth in the regulations governing use (Paragraph 2 of Article 89 of the
Trademark Act), and publication of the regulations governing use in the Trademark
Gazette (Paragraph 4 of Article 89 of the Trademark Act). Therefore, when a
collective trademark is registered, the regulations governing its use will be published
in the Trademark Gazette. If the regulations governing use of a collective trademark
are in a foreign language, a Chinese translation thereof or an abridged translation of
the matters that should be set forth in such regulations must be provided; such Chinese
translation or abridged translation will also be published in the Trademark Gazette.
The applicant may amend the regulations governing use of a collective membership
mark in the filing process, but the amendment may not broaden the scope of the goods
or services on which the collective membership mark is designated to be used.

The submitted regulations governing use will, in principle, undergo formality
examination with respect to the matters set forth therein. If questions arise in the
examination, the trademark registrar office may consult and seek advice from the
competent central government authority with jurisdiction over the business to which
the designated goods or services pertain. A collective trademark application will be
inadmissible if the applicant does not submit with its application the regulations
governing use of the mark, or if the applicant is provided a notice that there is
deficiency in the submitted regulations and is required to remedy the noncompliance,
but such noncompliance is not amended within the specified period, or even though
the noncompliance is amended, the submitted regulations governing use of the mark
are still found not to meet the requirements therefor (Paragraph 1 of Article 8
applicable mutatis mutandis to Article 17 of the Trademark Act).

The regulations governing use of a collective trademark must set forth such
matters as the qualifications of the members, the conditions on the use of the collective
trademark, the methods of managing and supervising the use of the collective
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trademark, and the provisions against any violation of the regulations. If there are
other matters related to use of the collective trademark, they should also be set forth in
the regulations governing use. These matters are discussed below:

3.2.3.1 Qualifications of the members

To enable any potential user of a collective trademark to know the conditions for
joining the group, the regulations governing use of the collective trademark must set
forth the qualifications for members. For example, the place of residence or place of
business, the business activities, or certain skills or abilities can be made a
qualification or condition of membership. When examining a collective trademark
application, the trademark registrar office should be able to know from the articles of
association submitted by the applicant the qualifications and conditions for becoming a
member in the group.

A geographical collective trademark is indicative of the source of origin.
Businesses within the geographical scope of the region identified by the named place
of origin should be eligible to join the group to obtain the opportunity to use the
collective trademark if their goods or services comply with the conditions stipulated in
the regulations governing use and they also possess the qualifications to be admitted as
members. To safeguard the businesses' rights and interests to have fair use of a
geographical collective trademark, it shall also specify that any person from the
corresponding geographical region whose goods or services and qualifications comply
with the conditions contained in such regulations may be allowed to become a member
of the group by the proprietor of the geographical collective trademark (Paragraph 3 of
Atrticle 89 of the Trademark Act).

3.2.3.2 Conditions on the use of the collective trademark

The conditions on the use of the collective trademark vary between general
collective trademarks and geographical collective trademarks. To facilitate
examination, they are explained as follows:

1. General collective trademarks

The user of a collective trademark must possess the qualifications to be admitted
as a member. It may be a condition of use of the collective trademark that the user
possesses the qualifications of a member of the group. In other words, all members of
the group are eligible to use the collective trademark. Alternatively, the applicant may
add conditions of use of the collective trademark according to the group's nature, the
purpose of its incorporation, and the applicant's purpose in seeking registration of the
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collective trademark. For example, the applicant may require that the members possess,
in addition to the qualifications to be admitted as members of a general group, a
specific qualification or a certain ability, or may require that the members' goods or
services comply with certain requirements. The declaration of the conditions must be
clear and specific enough to enable anyone to ascertain from the regulations governing
the use of the collective trademark what conditions they must fulfill to use the mark. If
the content of the standards relating to the materials, mode of manufacture, manner of
production, quality, or other characteristics is particularly complicated, it may be
provided as an attachment to the application.

If the proprietor has its own regulations on the manner in which the collective
trademark may be used, such as the place where the mark should appear on goods or
packaging for goods, or the size of the mark, such regulations should be stated under
this heading. In addition, if any fees are charged for a request to use or for using the
collective trademark, they should also be stated under this heading.

2. Geographical collective trademarks

An essential requirement to use a geographical collective trademark is that the
goods or services come from a specific place. In addition, the applicant must state
under this heading the specific quality, reputation, or other characteristics the goods or
services possess (Paragraph 2 of Article 88 of the Trademark Act) and how those
characteristics are related to the geography of the place. If the applicant has its own
regulations on the manner in which the collective trademark may be used or it charges
fees for a request to use or for using the collective trademark, they should also be
stated under this heading.

(1) Defined scope of region

The regulations governing use must specify the scope of the geographical origin
indicated by the collective trademark. If it matches an administrative division such as a
county, city, or township, the applicant may use that administrative division to indicate
that geographical origin. But if it is difficult to use an existing administrative division
to define the scope of the geographical origin, the applicant may use a geographical
name that suggests a specific geographical region to indicate it.

Examples of accepted marks:
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This mark certifies Wentan pomelos as originating in Madou District in Tainan
City, which 1s an existing administrative division.

(2) The quality, reputation, or other characteristics the goods or services possess

The goods or services identified by a collective trademark must possess a given
quality, reputation or other characteristics. Quality means any physical characteristic
that can be objectively identified, such as the degree of sweetness of a fruit and the
fruit weight. Reputation means that for consumers, the reputation the goods enjoy is
linked to a geographical region; for example, if a place where a good originates
immediately comes to a consumer's mind when the good is mentioned, it means that
the place has a reputation associated with the good. As for other characteristics, they
may include color, texture, and scent. Generally speaking, quality refers to the
characteristics of a good or service that are liked, and reputation demonstrates the
extent to which a good or service is known. However, color, texture, or scent may not
always be a characteristic loved by consumers, but instead one that makes a neutral or
even negative impression. The smell of blue cheese and stinky tofu is an example.

To ensure that goods or services possess the required quality or characteristics, the
applicant may require that the goods or services or their materials, mode of
manufacture, or manner of production meet a certain set of standards, such as rice taste
value, residue standards and storage requirements for aquatic products, and the sensory
quality and mode of manufacture of tea leaves. All the relevant standards must be
specified.

If the applicant claims that the goods or services have a reputation, it must submit
evidence showing that the geographical origin is well known for the designated goods
or services, such as media reports from newspapers, magazines, or radio, records of
prizes or awards won, or advertisements or promotional materials for the marketing of
the goods or services. Discussions on the Internet may also be considered, but care
must be taken to ensure their accuracy and objectivity.

Examples of accepted marks:
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The particular quality or other characteristics Fangshan mangos are required to
meet are: (D appearance: uniform in size, clean, no misshaping, and free from
insect damage; @ degree of maturity: fruit must reach over 90 percent of maturity;
@ Brix: higher than 13° Brix; @ weight: more than 300 grams; & complying
with regulations on safe drug use; and (® having obtained the right to use GAP
label or passed certification of traceable agricultural products.

(3) How the characteristics are related to geography

The relatedness of a specific quality, reputation, or other characteristics of a good
or service to the geography of a place includes the relatedness thereof to the natural
conditions or cultural traditions of that place. For example, if the quality, reputation, or
other characteristics of a good are essentially attributable to the natural conditions of
that place such as the soil, climate, wind, water quality, elevation, and humidity, or are
related to the manufacturing process, manner of production, manufacturing techniques
that are traditional or unique to that place, they are related to the geographical origin
(see Section 2.3.3.2(3) of the present Guidelines for reference).

Examples of accepted marks:

This mark is used on taro that originates in Dajia District of Taichung City. The
quality, reputation, or other characteristics of the taro are related to the geography
of Dajia, and such relatedness is due to the following: Taro is adapted to high
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temperature and humidity, and grows in temperature above 20°C during the
growing season. Taro grows and yields well on soils or clay loams that are rich in
organic matter and have a high water retention capacity, which maximize root
growth and help the taro to grow healthy and produce better quality taro. Dajia
area has a subtropical monsoon climate. The average annual temperature is 21°C,
and the average annual rainfall is 1,600 mm. And the average humidity level is 80
percent. These features make Dajia an ideal place for growing taro. Also, the two
pollution-free rivers, Dajia River and Daan River, irrigate and nourish the area,
and bring down large quantities of alluvial soil that is solid and fertile. All these
have made Dajia the best environment for taro to grow. Dajia taro needs a
ten-month growing season before it is harvested for eating. It takes time for taro to
grow to achieve the special aroma and be of the quality unique to Dajia taro.
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This mark i1s used on beef, beefsteak, beef jerky, and shredded beef jerky that
originate in Kinmen County. The quality, reputation, or other characteristics of the
goods are related to the geography of Kinmen, and such relatedness is due to the
following: Kinmen County has a subtropical marine climate. It receives rainfall
mostly in the period from April to September in the whole year, and the average
annual rainfall is 1,049.4 mm. The natural conditions of Kinmen are ideal for
growing sorghum, a drought-tolerant plant. Kaoliang liquor (sorghum wine) is the
biggest product produced by Kinmen County. The liquor production process
generates about 200 metric tons of Kaoliang lees, the residues of Kaoliang liquor,
a day. The topography of Kinmen is particularly suitable for animal husbandry,
and so the Kaoliang lees are used as forage for cows. The enzyme and other
ingredients contained in wine lees can give special taste and aroma to beef. Beef
fed by Kaoliang lees has more marbling and the meat is more red than those sold
in the marketplace. Besides, the lines of fat are visibly clear, and has low pH
levels between 5.56 and 5.66.

(4) Manner of use and fees for use of collective trademarks

If the proprietor has its own regulations on the manner in which the collective
trademark may be used, such as the place where the mark should appear on goods or
packaging, or the size of the mark, such regulations should be stated under this
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heading. In addition, if there are any fees charged for a request to use or for using the
collective trademark, they should also be stated under this heading.

3.2.3.3 Methods of managing and supervising the use of the collective trademark

The methods of managing and supervising the use of the collective trademark
refer to the concrete methods the proprietor uses to manage and supervise the use of its
collective trademark as well as the rules regarding the relevant procedures, such as
conducting inspection of the production environment, implementing periodic or
non-periodic inspection and testing of semi-finished or finished products, or carrying
out post-sale inspection of products already circulated in the market.

3.2.3.4 Provisions against any violation of the regulations

While a group and its members enjoy the right to use a collective trademark, they
are also obliged to use the mark according to the regulations governing use. The
regulations governing use must set forth how violations of the regulations will be
handled. For examples, if a collective trademark is used in violation of the regulations
governing use or other legal provisions, the user may either be required to rectify the
violation by a specified period or be suspended from use of the mark, or the user's
membership may be revoked, based on the seriousness of the violation.

3.2.4 Distinctiveness

Distinctiveness of a collective trademark means the character of the mark that
enables it to indicate the goods or services provided by members and to distinguish
them from those of non-members. Therefore, determination of whether a collective
trademark is distinctive is based on the relationship between the collective trademark
and the designated goods or services. The provisions of Article 29 of the Trademark
Act relating to distinctiveness of trademarks may apply when determining such issues
as distinctiveness, acquired distinctiveness, and disclaimers, depending on the nature
of the issue to be determined. The Examination Guidelines on Distinctiveness of
Trademarks and the Examination Guidelines on Disclaimers should also apply in the
examination of such issues.

3.2.4.1 General collective trademarks

A general collective trademark is wunregistrable for being devoid of
distinctiveness (Paragraph 1 of Article 29 applicable mutatis mutandis to Article 94 of
the Trademark Act) and should be refused for registration (Paragraph 1 of Article 31
applicable mutatis mutandis to Article 94 of the Trademark Act) if it consists
exclusively of a description of the designated goods or services, a generic mark/term
for the designated goods or services, or other signs which are devoid of any
distinctiveness.
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Examples of trademarks that are refused for registration:

[ ]
This mark is designated for use on pastries, Chinese moon cakes, pineapple cakes,
and Chinese wedding cakes. The Chinese characters "& & /. 3" constitute a
blessing phrase, and the use thereof on the designated goods cannot identify the
goods as goods from the applicant's members. Therefore, the mark was refused
for registration.

L

This mark is designated for use on animal medical services. Dogs and cats are the
most common pets that Taiwanese people keep at home, and "119" is the number
to call for an ambulance when one needs emergency medical services. Therefore,
the use of the mark on the designated services is describing that the services are
providing emergency medical services to animals. Being non-distinctive, the
mark was refused for registration.

The geographical name contained in a general collective trademark merely
carries an origin-indicating significance. To prevent a general collective trademark
proprietor from erroneously believing that it also has a right to preclude others from
using the geographical name in its mark, a general collective trademark with a
geographical name, being likely to give rise to doubts as to the scope of the rights in
the collective trademark, may not be registered unless the geographical name therein is
disclaimed (Paragraph 3 of Article 29 applicable mutatis mutandis to Article 94 of the
Trademark Act). As for whether a description, generic mark/term or other signs which
are devoid of any distinctiveness other than the name of a geographical origin
contained in a general collective trademark must be disclaimed, this should be
determined in accordance with the Examination Guidelines on Disclaimers.

Examples of accepted trademarks:
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Taiwan Frash Goat Meat
HEEMA

This trademark is used on goat meat and is registered and owned by the Goat
Farmer Association, R.O.C. As the quality, reputation, or any other characteristic
of goat meat produced in Taiwan is unrelated to the geography of Taiwan, this
trademark belongs to the category of general collective trademarks. The words
"TAIWAN FRESH GOAT MEAT" in the trademark are non-distinctive and are
actually portions that may give rise to doubts as to the scope of the rights in the
mark; therefore, they have to be disclaimed.

swisscotton
— [ oy

This trademark is used on yarns and threads for textile use and on fabrics, and is
registered and owned by the TVS TEXTILVERBAND SCHWEIZ. As the
quality, reputation, or any other characteristic of yarns and threads for textile use
and fabrics produced in Switzerland is unrelated to the geography of Switzerland ,
this mark belongs to the category of general collective trademarks. The words
"SWISS COTTON" in the trademark are non-distinctive and are actually portions
that may give rise to doubts as to the scope of the rights in the trademark;
therefore, they have to be disclaimed.

3.2.4.2 Geographical collective trademarks

The distinctiveness of a geographical collective trademark is the character of the
mark to indicate the place from which the goods or services of the group's members
originate and to distinguish them from those of non-members. Therefore, a
geographical collective trademark must be distinctive enough to be used by general
consumers to identify the geographical origin as well as to distinguish the designated
goods or services from those that are provided by non-members.

The ability of a geographical collective trademark to distinguish the goods or
services that originate in the named geographical region from those that do not
originate in that geographical region is due to the fact that a geographical collective
trademark indicates a geographical origin, a special feature of geographical collective
trademarks. Therefore, the Trademark Act includes special provisions relating to the
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distinctiveness of geographical collective trademarks and disclaimers of the name of a
geographical location (Paragraph 1 of Article 84 applicable mutatis mutandis to
Article 91 of the Trademark Act). In the examination of an application to register a
trademark, if the trademark consists merely of words descriptive of the geographical
origin of the goods or services, registration will often be refused on the ground that the
trademark is non-distinctive (Subparagraph 1 of Paragraph 1 of Article 29 of the
Trademark Act). However, in the case of a geographical collective trademark, because
the primary function of a geographical collective trademark is to indicate the
geographical origin, registration should not be refused on the ground that the mark is
non-distinctive as it consists merely of word(s) descriptive of the geographical origin
of the designated goods or services. When the name of a geographical origin is used as
a portion of a collective trademark and the mark as a whole is distinctive, the
trademark registrar office should not require from the applicant a disclaimer of that
portion on the ground that it describes the geographical origin of the goods or services
and may give rise to doubts or questions about the scope of the rights in the mark. In
this regard, Subparagraph 1 of Paragraph 1 of Article 29 and Paragraph 3 of Article 29
of the Trademark Act do not apply to the name of a geographical origin identified in a
geographical collective trademark. As for whether or not a description, generic
mark/term or other signs which are devoid of any distinctiveness, other than the name
of a geographical origin, contained in a general geographical collective trademark
must be disclaimed, it should still be determined in accordance with the Examination
Guidelines on Disclaimers.

In some circumstances, it is customary for traders of agricultural products to use
"the name of a geographical origin followed by the name of a good" to indicate the
place from which the good originates. For example, "Z +&k 4 /A" ("Yunlin papaya") is
used merely to indicate that the papaya originates in Yunlin. If an applicant obtains
registration of a geographical collective trademark that consists entirely of "the name
of a geographical origin followed by the name of a good," there will be doubts or
questions as to whether or not a claim of infringement may be made or whether it is
reasonable use when an unauthorized person uses "the name of a geographical origin
followed by the name of a good" as a trademark. To differentiate the goods of
members of a group from those of non-members within the named geographical region,
the proprietor of a collective trademark may stipulate in the regulations governing use
the conditions of use of the collective trademark, such as the place where the mark
should appear, the style in which the mark is presented, and the color(s) of the
packaging for the goods. To resolve the issue described above, it is advisable to
include in the mark, at the filing of the application, a distinctive device or words in
addition to "the name of a geographical origin followed by the name of a good,"
especially words that clearly indicate that the sign is a geographical collective

N

trademark (see the example of "#“ % "2k %" given in Section 2.3.4 for reference).

This may increase the distinctiveness of the trademark and help safeguard the rights to
the geographical collective trademark.
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Examples of accepted trademarks:

In addition to "the name of a geographical origin (= ¥ ) followed by the name of
a good (= £f)," this trademark also includes a distinctive device.

In addition to "the name of a geographical origin (* 1) followed by the name of
a good (= %)," this trademark also includes a distinctive device.

If for general consumers the name of a geographical origin carries the
significance of a particular mode of manufacture, flavor, or way of cooking, then "the
name of a geographical origin" or "the name of a geographical origin followed by the
name of a good" used in the mark may become a descriptive or generic name other
than the name of the place from which the good originates. For example, both "{# j# 7%
" ("Loulan brick") and " £ /F]" ("Shaoxing rice wine") are already generic names;
any application to register them as a geographical collective trademark will not be
accepted as they will be held to be non-distinctive. If questions arise as to whether the
name is a descriptive or generic name other than the name of the place from which the
good originates, the trademark registrar office may consult and seek advice from the
competent central government authority with jurisdiction over the business to which
the goods pertain.

3.2.5 Other grounds for refusal of registration

For an application to register a collective trademark, none of the grounds
specified in Articles 30 and 65-3 of the Trademark Act for refusal of registration
should exist (Article 30 and Paragraph 3 of Article 65 applicable mutatis mutandis to
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Article 94 of the Trademark Act). With respect to determination of likelihood of
confusion and protection of well-known marks, the trademark registrar office will
apply the Examination Guidelines on Likelihood of Confusion and the Examination
Guidelines for the Protection of Well-known Trademarks under Subparagraph 11 of
Paragraph 1 of Article 30 of the Trademark Act. The following are the grounds for
refusal of registration commonly seen in practice and explanation of the relevant
principles applied.

3.2.5.1 Being likely to mislead the public as to the nature, quality, or place of
origin of the goods or services

If a collective trademark contains a description of the nature or quality of the
designated goods or services, but from the conditions under which the collective
trademark is used such description is untruthful and may mislead consumers to believe
that it is true and so affect their wish to make a purchase, the collective trademark is
deemed likely to mislead the public as to the nature, quality, or place of origin of the
goods or services (Subparagraph 8 of Paragraph 1 of Article 30 applicable mutatis
mutandis to Article 94 of the Trademark Act) and should be refused for registration
accordingly (Paragraph 1 of Article 31 applicable mutatis mutandis to Article 94 of
the Trademark Act). For example, a collective trademark contains "100% longan
honey," but according to the conditions under which the collective trademark is used,
the collective trademark can also be used on those that are not 100% longan honey. In
such a case, the collective trademark is deemed likely to lead consumers to assume or
believe mistakenly that the goods bearing it are of a particular quality. Nevertheless, if
deletion of that portion would not constitute a substantial change of the mark, the
trademark registrar office may require the applicant to delete that portion and allow
registration of the mark after such deletion is made (Article 23 applicable mutatis
mutandis to Article 94 of the Trademark Act).

A geographical collective trademark is used to indicate that the goods or services
of a member of the group originate in a specific place and that they meet the
conditions under which the collective trademark is used. Therefore, it 1s rare for a
geographical collective trademark to likely mislead the public as to the origin of goods
or services. However, if a geographical collective trademark contains a description of
the nature or quality of the designated goods or services, whether it may mislead the
public as to the quality or nature of the goods or services should be determined in the
same way described above.

3.2.5.2 Existence of a likelihood of confusion on relevant consumers

If an applied-for collective trademark is identical or similar to an
earlier-registered or earlier-filed trademark, collective trademark, or certification mark,
and is designated for use on goods or services that are the same or similar to those of
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the latter mark, it may cause relevant consumers to assume mistakenly that the goods
or services of the later-filed collective trademark and the goods or services of the
earlier-registered or earlier-filed trademark or certification mark proprietor are from
the same or a different but related source; or that the goods or service on which the
later-filed collective trademark is used are the goods or services of the prior
certification mark proprietor; or that the applicant of the later collective trademark is
an affiliate, licensee or franchisee of, or is otherwise associated with the earlier
certification mark proprietor. In such a case, there exists a likelihood of confusion on
relevant consumers (Subparagraph 10 of Paragraph 1 of Article 30 applicable mutatis
mutandis to Article 94 of the Trademark Act) and, therefore, should be refused for
registration (Paragraph 1 of Article 31 applicable mutatis mutandis to Article 94 of the
Trademark Act). As for whether there is likelithood of confusion, the Examination
Guidelines on Likelihood of Confusion should apply when determining this issue.

A geographical collective trademark usually contains the name of a place or a
sign capable of indicating a particular geographical region. When determining whether
a collective trademark is similar to a trademark or certification mark, they cannot be
held to be similar merely because they contain the same name of a place or signs that
suggest the same geographical place. Whether a collective trademark is similar to a
trademark or certification mark must still be determined by viewing the mark as a
whole. This is no different from determination of similarity between trademarks.

Examples of marks that a likelihood of confusion does not exist on relevant
consumers:

The image on the left is a trademark earlier registered for use on fresh fruit. The
image on the right is a sign registered later by the Fangshan Area Farmers'
Association of Pingtung County as a geographical collective trademark on
mangos that originate in Fangshan Township in Pingtung County. Although both
marks contain "4* .L'" ("Fangshan") to indicate the place of origin, there are also
different devices and words included in the marks. The degree of similarity
between them is very low. Even though they are both used on mangos, they do
not mislead relevant consumers into thinking that the goods on which the
later-filed collective trademark is used and the goods on which the
earlier-registered trademark is used are from the same source or a different but
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related source. Hence, the later-filed collective trademark was granted
registration.

Y2

The collective trademark on the left is registered and owned by the Madou
Township Farmers' Association of Tainan City, and is used on pomelos that
originate in Madou in Tainan County. The trademark on the right was registered
later by another party and is used in connection with Madou pomelos. Although
both marks contain "+ 2" ("Madou") to indicate that Madou is the place from
which the goods originate, the later-filed trademark additionally contains words
and a device, which are sufficient to be used to identify the trademark. Even
though both marks are used on Madou pomelos, consumers will not be confused
into thinking that the goods bearing the trademark in the right picture are goods
provided by a member of the Madou Township Farmers' Association. Hence, the
later-filed trademark was granted registration.

&l
P
ful

3.2.6 Miscellaneous matters

There are also cases where an applicant who has obtained registration of a
certification mark or trademark in other countries desires to register the mark as a
collective trademark in Taiwan. Generally speaking, all countries stipulate different
requirements for use of collective trademarks and use of certification marks -- the use
of a collective trademark 1is restricted to members of a group, whereas the use of a
certification mark is not. Therefore, the applicant must state how its mark is used in
the applicant's country of origin, and provide the relevant laws as evidence. It should
also be indicated in the regulations governing use that the application is for a
collective trademark.

3.3 Post registration matters
3.3.1 Amendment to the regulations governing use

The proprietor of a collective trademark may amend the regulations governing
use after the mark is accepted for registration, such as changing the quality standards
the goods must meet and the methods used to manage and supervise use of the
collective trademark; however, the amendment may not broaden the scope of the
designated goods or services. The regulations governing use may affect use of the
mark by existing and potential members of the group as well as consumers' interests in
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relying on the mark to recognize and identify goods or services. Therefore, amended
regulations must be examined by the trademark registrar office in the same way as the
regulations governing use for a new application. Once accepted, the amended
regulations governing use will be published in the Trademark Gazette (Paragraph 4 of
Article 89 of the Trademark Act).

3.3.2 Use of collective trademarks

“Use of a collective trademark™ means the use of such mark by the group or any
of its members in accordance with the conditions prescribed in the regulations
governing the use of such mark (Article 90 of the Trademark Act). In other words, it
means a person who is allowed by the proprietor of such trademark apply the
trademark in the course of trade to goods or packaging or containers thereof, to
articles relating to the provision of services, to commercial documents or
advertisements relating to goods or services, or to acts performed by digital
audio-visual means, through electronic media, on the Internet, or through other media,
where such trademark is capable of being recognized by relevant consumers as a
collective trademark (Article 5 applicable mutatis mutandis to Article 17 of the
Trademark Act). The proprietor of a collective trademark may use the collective
trademark in advertising or promotion of the mark in order to publicize the mark and
the goods or services provided by the members. A collective trademark functions to
indicate that goods or services are provided by a member of a group. A group obtains
registration of a collective trademark not for the purpose of using the mark itself but
for the purpose of providing it to its members for their use. Therefore, the use of a
collective trademark must be significant enough to cause relevant consumers to
recognize it as such.

A geographical origin has a descriptive significance in relation to goods or
services. It is common for businesses within the scope of the region identified by a
geographical origin to use the mark, before registration has been sought, to indicate
the geographical origin of their goods or services in a certain manner and according to
the usual trade practices for the goods or services in that place. Therefore, the rights to
a collective trademark afforded by the Trademark Act do not include right to prohibit
others from using the geographical term in the mark, in a manner in accordance with
honest commercial practices, to indicate the geographical origin of their goods or
services (Paragraph 2 of Article 84 applicable mutatis mutandis to Article 91 of the
Trademark Act).

3.3.3 Collective trademark transfer, license, and pledge

The right of a collective trademark shall not be transferred or licensed after
registration. However, if such transfer or license is unlikely to injure the interests of
consumers or contravene fair competition and has been accepted by the Registrar
Office, such right may be transferred or licensed (Article 92 of the Trademark Act).
Where a collective trademark transfer or license is concerned, the trademark registrar
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office should take into consideration the transferee's or the licensee's qualifications
and representativeness, and whether the transfer or license will be detrimental to the
interests of consumers and contravene fair competition. If the transfer of a collective
trademark necessitates corresponding amendment to the regulations governing use,
such as the mark proprietor's name or address, an amended version of the regulations
governing use must be submitted to the trademark registrar office when available.
Moreover, if a collective trademark contains the original mark proprietor's name, an
transfer of such mark will result in a discrepancy between the trademark and the
trademark proprietor's name. In such a case, the transfer will not be accepted. It would
be more appropriate for the transferee to file a new application to register the
trademark.

The right of a collective trademark shall not be the subject of a pledge (Article 92
of the Trademark Act). The purpose of a pledge is to provide security for the payment
of a debt; the creditor may sell the article pledged if the debt is not paid by the due
date. Because collective trademark proprietors are limited to parties with certain
qualifications and representativeness, and because to be effective, the transfer of the
rights in a collective trademark must be accepted by the trademark registrar office, it is
inappropriate for the rights in a collective trademark to be the subject of a pledge.

3.3.4 Opposition, invalidation, and cancellation proceedings against collective
trademarks

Any person may file an opposition to registration of a collective trademark within
three months from the day following the date of publication of registration on the
grounds that such registration falls under Paragraph 1 of Article 29, Paragraph 1 of
Article 30, or Paragraph 3 of Article 65 (Article 48 applicable mutatis mutandis to
Article 94 of the Trademark Act); an interested party may also file invalidation, or a
trademark examiner may submit a proposal for invalidation, against the registration of
a collective trademark on the same grounds after the date of publication of registration
(Article 57 applicable mutatis mutandis to Article 94 of the Trademark Act).

A collective trademark may be revoked under Article 93 of the Trademark Act,
which sets forth the grounds to revoke a collective trademark, as well as on the same
grounds as those for the revocation of a trademark (Paragraph 2 and 3 of Articles 63
applicable mutatis mutandis to Article 94 of the Trademark Act). The grounds for
revocation of a collective trademark as set forth in Article 93 of the Trademark Act
refer to the following:

1. The proprietor of such trademark transfers, licenses, or establishes a pledge on the
right of such trademark which falls under Article 92 of the Trademark Act: If a
collective trademark is transferred, licensed, or pledged by the mark proprietor
without the trademark registrar office's approval, such act will have no effect, but is
a culpable act. Therefore, it constitutes a ground for revocation.
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2. The proprietor of such trademark does not manage or supervise the use pursuant to
the regulations governing the use: The proprietor of a collective trademark must
manage and supervise the use of the collective trademark to maintain and protect the
common interests of its members. Where the collective trademark is a geographical
collective trademark, the proprietor's failure to exercise proper management and
supervision not only may result in damage to the reputation of that mark but can
also affect consumers' interests in using the collective trademark to identify a
specific geographical origin. Moreover, if the proprietor of a geographical collective
trademark refuses to allow a person within a geographical region to become a
member, whereas the person qualifies for membership and his goods or services
meet the conditions set forth in the regulations governing the use of the mark, such
refusal also affects that person's interests. These circumstances all constitute
grounds for revocation of the registration of a collective trademark.

3. The proprietor of such trademark uses the trademark improperly that is likely to
cause damage to others or the public: This is a general regulation. In addition to the
grounds specified above, a registration may be revoked if the collective trademark is
used in a manner that is improper and may therefore cause damage to others or to
the public.

4. Although a collective trademark proprietor may, upon approval by the trademark
registrar office, grant others a license to use the collective trademark, it should still
exercise reasonable care to see if the licensees exercise management and
supervision in accordance with the regulations governing use and if they violate any
provisions of the Trademark Act relating to the use of collective trademarks. If a
licensee commits any of the acts described above, and the mark proprietor knows of
such acts or has reasonable grounds to know but does not make any objection
thereto, this culpable failure by the collective trademark proprietor will also
constitute a ground for revocation.

4. Collective membership marks
4.1 Definition

A collective membership mark is a sign that serves to identify the membership of
members in an association, society or any other group which is a juridical person and
distinguish such members from those who are not members (Article 85 of the
Trademark Act). Collective membership marks are not for use in connection with
goods or services in commerce or in the course or trade. They are used to indicate
membership in a particular group and make known to the public that users of the
collective membership mark (i.e., a member of the group) are related to the group.

Examples of accepted marks:
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This mark is registered and owned by the Chinese Blood Donation Association,
and 1s used to indicate the members' membership in the Chinese Blood Donation
Association.

This mark is registered and owned by the Bankers' Association of R.O.C., and is
used to indicate the members' membership in the Bankers' Association of R.O.C.

4.2 Examination of applications

An application for registration of a collective membership mark shall be made by
filing an application containing (the name and address of) the applicant, a reproduction
of the trademark, and the content identified by the mark (Paragraph 1 of Article 19
applicable mutatis mutandis to Article 94 of the Trademark Act). The application
should also include the regulations governing the use of the collective membership
mark (Paragraph 1 of Article 86 of the Trademark Act). The content indicated by the
mark may be stated as "indicating members' membership in ___ ." For example, if the
Taiwan Patent Attorneys Association files an application to register a collective
membership mark, the content indicated by the mark may be "indicating members'
membership in the Taiwan Patent Attorneys Association." In addition to the above
documents, an examination of the application as to the distinctiveness of the mark and
other grounds for refusal of registration are also required (Articles 29 and 30
applicable mutatis mutandis to Article 94 of the Trademark Act). Examination as to
the definition of the mark, the applicant, the regulations governing use of the mark, the
distinctiveness of the mark, and other grounds for refusal of registration are explained
as follows:

4.2.1 Whether the mark meets the definition of a collective membership mark

A collective membership mark is used to indicate members' membership in a
group. If this is not the applicant's purpose, the applicant should amend the application
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to seek another type of trademarks. An application form for a collective membership
mark differs significantly from that for other types of trademarks. An applicant must
submit the correct application form; presuming all requirements for filing date are met,
the date on which the correct type of trademark application is filed will be taken to be
the filing date of the application. The application will be inadmissible if the applicant
has been notified of a noncompliance but fails to amend such noncompliance within
the specified period (Paragraph 1 of Article 8 applicable mutatis mutandis to Article
17 of the Trademark Act).

4.2.2 Applicant's qualifications

The applicant must be an association, society or any other group that exists as a
juridical person. A civil group established with the approval of a competent authority
in accordance with the Civil Groups Act is not yet qualified as a juridical person; it
must register with the competent district court as a juridical person pursuant to law.
Therefore, the applicant must submit with its application a certificate of incorporation
to prove that it has been registered with a competent district court. If the applicant is a
farmers' association, fishermen's association, cooperative, association, or educational
association that is incorporated pursuant to the Farmers Association Act, the
Fishermen Association Act, the Cooperative Act, the Business Group Act, the
Industrial Group Act, or the Educational Association Act, it came into existence as a
juridical person when it was established under the law; therefore, submission of a
certificate of registration is sufficient.

A collective membership mark is provided by a group for use by its members.
Therefore, the applicant must be an association, society or any other group that is a
collective entity of "persons." A foundation is a collective entity of "property."
Although a company is a profit-seeking corporation, there is no need for a company's
shareholders to use a collective membership mark to indicate their identity. A natural
person has the capacity for rights, but is not a group. Accordingly, foundations,
companies, and natural persons are all ineligible to apply for registration of a
collective membership mark.

A collective membership mark application will be inadmissible if the applicant's
qualifications are in question and the applicant has been notified to remedy the
noncompliance, but such noncompliance is not amended within the specified period,
or even after the amendment, the applicant still does not meet the required
qualifications (Paragraph 1 of Article 8 applicable mutatis mutandis to Article 17 of
the Trademark Act).

Examples of inadmissible cases:
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® The applicant, XYZ Foundation, is a collective entity of "property" that has no
members. There 1s no need for it to use the proposed collective membership mark
to indicate members' identity. Therefore, the application it filed was inadmissible
according to law.

® The applicant, the Health Bureau in one county, is not a juridical person and has
no members. Therefore, the application it filed was inadmissible according to law.

® The applicant, a graduate school of a national university, is not a juridical person.
Therefore, the application it filed was inadmissible according to law.

4.2.3 Regulations governing use of a collective membership mark

The regulations governing the use of a collective membership mark are the basis
for controlling the use of the mark. The applicant must submit with its application the
regulations governing the use of the collective membership mark (Paragraph 1 of
Article 86 of the Trademark Act), and state in detail in the regulations the matters that
should be set forth therein. If the regulations governing use of a collective membership
mark are in a foreign language, a Chinese translation thereof or an abridged translation
of the matters that should be set forth in such regulations must be provided. The
submitted regulations governing use will, in principle, undergo formality examination
with respect to the matters set forth therein. If amendments are found necessary or
questions arise in the examination, the trademark registrar office may issue a notice to
the applicant to undertake the required amendments or provide an explanation. A
collective membership mark application will not be accepted if the applicant does not
submit with its application the regulations governing use of the mark, or if the
applicant is provided a notice that there is deficiency in the submitted regulations and
is required to remedy the noncompliance, whereas such noncompliance is not amended
within the specified period, or even after the amendment, the submitted regulations
governing use of the mark is still determined to be not meeting the requirements
therefor (Paragraph 1 of Article 8 applicable mutatis mutandis to Article 17 of the
Trademark Act).

Collective membership marks are not for use in commerce, and so consumers'
interests are rarely involved. For this reason, it is not necessary for the regulations
governing use of a collective membership mark to be published in the Trademark
Gazette.

The regulations governing use of a collective membership mark must set forth
such matters as the qualifications of the members, the conditions on the use of the
collective membership mark, the methods of managing and supervising the use of the
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collective membership mark, and provisions against any violation of the regulations
(Paragraph 2 of Article 86 of the Trademark Act). If there are other matters related to
use of the collective membership mark, they should also be set forth in the regulations
governing use. These matters are discussed below:

4.2.3.1 Qualifications of the members

To enable any potential user of a collective membership mark to know the
conditions for joining the group, the regulations governing use of the collective
membership mark must set forth the qualifications for members. For example, the
place of residence or place of business, the business activities, or certain skills or
abilities can be made a qualification or condition of membership. When examining a
collective membership mark application, the trademark registrar office should be able
to know from the articles of association submitted by the applicant the qualifications
and conditions for becoming a member in the group.

4.2.3.2 Conditions on the use of the collective membership mark

The user of a collective membership mark must possess the qualifications to be
admitted as a member. The applicant may also add conditions of use of the collective
membership mark according to the group's nature, the purpose of its incorporation, and
the applicant's purpose in seeking registration of the collective membership mark. In
such a case, only members who comply with the added conditions may use the
collective membership mark.

If the applicant has additional requirements for use of the collective membership
mark such as the conditions, the manner of use, or the time of use of the mark, they
should also be set forth in the regulations governing use. Examples include the place
where the mark appears, the size and the manner of use of the mark, and the use of
mark on promotional materials, relevant documents or articles. In addition, if any fees
are charged for joining the group to become a member, or for a request to use or for
using the collective membership mark, they should also be stated under this heading.

4.2.3.3 Methods of managing and supervising the use of the collective
membership mark

It is members who come to the consensus about how a collective membership
mark should be used and cause it to become a common rule to which all members
must adhere. The regulations governing use of a collective membership mark must set
forth the methods used to manage and supervise use of collective membership mark,
which may include the procedural matters relating to the request for use of the
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collective membership mark, the required documents for a request for use of the mark,
the management of the issuance and the supervision of the use of the mark.

4.2.3.4 Provisions against any violation of the regulations

To achieve the result of requiring the members to use the collective membership
mark in accordance with the regulations governing use, the applicant should include in
the regulations governing use how violations thereof will be handled. For examples, if
a member's use of a collective membership mark is found in violation of the
regulations governing use or other legal provisions, the member may either be required
to rectify the violation by a specified period or be suspended from use of the mark, or
may be dropped from the membership roll, based on the seriousness of the violation.

4.2.4 Distinctiveness

A collective membership mark functions to indicate membership and distinguish
the members from non-members. Therefore, determination of distinctiveness of a
collective membership mark must be made based on the relationship between the
collective membership mark and the content indicated by the mark. The provisions of
Article 29 of the Trademark Act relating to distinctiveness of trademarks may apply
when determining such issues as distinctiveness, acquired distinctiveness, and
disclaimers, depending on the nature of the issue to be determined. The Examination
Guidelines on Distinctiveness of Trademarks and the Examination Guidelines on
Disclaimers should also apply in the examination of such issues.

A collective membership mark is unregistrable for being non-distinctive
(Paragraph 1 of Article 29 applicable mutatis mutandis to Article 94 of the Trademark
Act) and should be refused for registration (Paragraph 1 of Article 31 applicable
mutatis mutandis to Article 94 of the Trademark Act) if it consists exclusively of a
description relating to the content it identifies, a generic mark/term for the content it
identifies, or other sign which is devoid of any distinctiveness.

Examples of marks that are refused for registration:

&M ETE

SCOUTS OF TAIWAN

Both "~ & # 3 &" and "SCOUTS OF TAIWAN" are meaningful phrases. The
use thereof as a collective membership mark to indicate membership in the Scout
Association of Taiwan is incapable of distinguishing the members from
non-members. Being non-distinctive, the mark was refused for registration.
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4.2.5 Other grounds for refusal of registration

For an application to register a collective membership mark, none of the grounds
specified in Articles 30 and Paragraph 3 of Article 65 of the Trademark Act for refusal
of registration should exist (Article 30 and Paragraph 3 of Article 65 applicable
mutatis mutandis to Article 94 of the Trademark Act). With respect to determination of
likelihood of confusion and protection of well-known marks, the trademark registrar
office will apply the Examination Guidelines on Likelihood of Confusion and the
Examination Guidelines for the Protection of Well-known Trademarks under
Subparagraph 11 of Paragraph 1 of Article 30 of the Trademark Act. The following
are the grounds for refusal of registration commonly seen in practice and explanation
of the relevant principles applied.

4.2.5.1 Being identical with or similar to the mark of a government agency of the
ROC or an official exhibition held thereby, or the medal or certificate awarded
thereby

A collective membership mark will be refused for registration if it is unregistrable
under Subparagraph 4 of Paragraph 1 of Article 30 of the Trademark Act on the ground
that it is identical or similar to the mark of Taiwan's government agency or an
exhibition it conducts, or a medal or certificate awarded thereby.

Examples of marks that are refused for registration:

ot #

| E‘_‘" .l|-:|- |

'y L
"-' '-._ #

The Volunteer Police Association of Taichung County applied to register the
image on the left as a collective membership mark. This mark was refused for
registration on the ground that it is similar to the mark of the National Police
Agency, Ministry of the Interior, as shown in the mage on the right.

4.2.5.2 Existence of a likelihood of confusion on relevant consumers

A collective membership mark is unregistrable and should be refused for
registration under Subparagraph 10 of Paragraph 1 of Article 30 of the Trademark Act
if it 1s identical or similar to a collective membership mark that is applied for or earlier
registered by another person, and if the two groups are of the same or a similar nature,
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so that the public is likely to be confused about the membership indicated by the two
marks. However, it is known that residing in a specific geographical area is often
required by industrial, commercial, and occupational groups as a condition of
membership, such as the industrial associations, commercial associations, and
occupational groups of different counties or cities. If it is customary in the history of
the groups for them to use the same or a similar logo, the use of a collective
membership mark containing that same or similar logo as a portion thereof will not be
likely to cause confusion, as long as there is other elements that may be used to
identify the entity applying for the mark. In such a case, the later-filed collective
membership mark may be granted registration.

Examples of marks that a likelihood of confusion does not exist on relevant
consumers:

The mark on the left is used to indicate membership in the Taipei Certified Public
Accountant Association, and the mark on the right is used to indicate membership
in the Taiwan CPA Association of the Republic of China. Both marks contain a
device consisting of a balance, a gear, and a wheatear; the overall designs of the
two marks are very similar. However, since the National Federation of Certified
Public Accountants Association of the R.O.C, the Taiwan CPA Association of the
Republic of China, the Taipei Certified Public Accountant Association, and the
Kaohsiung Certified Public Accountant Association are established, said device,
which represents the just and flawless practice of accountants, has been used by
the four associations of accountants that locate in different arcas of Taiwan, in
combination with their respective Chinese and English names. As each mark
includes the name of the association which seeks registration thereof, there should
be no likelihood of confusion between the marks. In this regard, the mark of the
Taiwan CPA Association of the Republic of China, which was submitted for
registration later, was granted registration.

Examples of marks that there exists a likelihood of confusion on relevant
consumers:
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The image on the left is a collective membership mark earlier registered by the
Aisin Charity Association of the Republic of China, and the image on the right is a
collective membership mark later filed by Taiwan Pumen Ci-You Charity
Association. The latter mark is mainly a device of two hands holding a heart,
where the Chinese characters " =" and "4 ™" are disclaimed by the applicant.
The two devices are very much similar, and both groups are charities. It is likely
that the public would confuse the membership indicated by the latter mark with

the membership indicated by the former mark. The latter mark should be refused
for registration according to law.

With respect to the determination of whether a collective membership mark is
likely to be confused with another person's trademark, if an earlier-registered or
earlier-filed trademark of another person and a later-filed or later-registered collective
membership mark are identical or similar, and if the goods or services on which the
trademark is used are similar to the mission of the group in nature, so that consumers
may be misled into thinking that the group is associated with the proprietor of the
registered trademark, then there is likelihood of confusion between the marks among
relevant consumers. A collective membership mark submitted for registration by a
group of toy hobbyists may be an example. If the collective membership mark is
identical or similar to a registered trademark that is designated for use on toys, the use
thereof will cause relevant consumers to assume mistakenly that the group is supported
or sponsored by, or is otherwise associated with the trademark proprietor. Moreover, it
i1s possible for the member of an occupational, commercial, or industrial group to
present, in the course of providing goods or services related to the group's mission, the
collective membership mark on business cards, in the advertising, or on other articles
related to the provision of services, to identify the member's association with the group.
If such use of the collective membership mark is likely to cause consumers to assume
mistakenly that the group is associated with the proprietor of a registered trademark or
that the goods or services provided by a member of the group and the goods or
services on which the registered trademark is used are from the same source or a
different but related source, then the use of the collective membership mark is also
deemed likely to cause confusion among relevant consumers. For example, if an
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association of plastic products files an application to register a collective membership
mark, which is identical or similar to a registered trademark that is designated for use
on plastic goods, the use of the collective membership mark will lead relevant
consumers to assume mistakenly that the association of plastic products is associated
with the trademark proprietor, or that the plastic products provided by the member of
the association and the goods bearing the earlier-registered trademark are from the
same source or a different but related source. In such a case, there is likelihood of
confusion between the marks.

Examples of marks that there exists a likelihood of confusion on relevant
consumers:

R

The image on the left is an earlier-registered trademark. The Chinese Association
of Mental Arithmetic filed an application to register the image on the left, which is
identical to the earlier-registered trademark, as a collective membership mark. The
purpose of the Chinese Association of Mental Arithmetic includes the promotion of the
education of mental arithmetic, and its members are businesses or groups that carry on
a business relating to the education of mental arithmetic. As the earlier-registered
trademark is designated for use in connection with the services of tutoring classes,
consumers are likely to be misled into thinking that the Chinese Association of Mental
Arithmetic is associated with the proprietor of the registered trademark, or that the
services provided by the Chinese Association of Mental Arithmetic and the services on
which the registered trademark is used are from the same source or a different but
related source. Being likely to cause confusion among consumers, the application for
registration of the collective membership mark was rejected.

In addition, in the case where a collective membership mark is earlier filed or
registered and a trademark is submitted for registration later, consumption of goods
or services is not involved in such a situation because the collective membership
mark is used to indicate membership. Hence, likelihood of confusion refers to the
likelihood that consumers will be misled by the use of the trademark on the
designated goods or services into thinking that the goods or services provided by the
applicant of the later-filed trademark are accredited by the group, or that the applicant
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of the trademark is a sponsor for or licensee of, or is otherwise associated with the
group. For example, a trademark submitted for registration is identical or similar to a
collective membership mark earlier registered by a fire apparatus manufacturers'
association and is used on goods related to fire extinguishing apparatus. In such a
case, consumers are likely to be misled into thinking that the goods bearing the
applied-for trademark are accredited by the fire apparatus manufacturers' association,
or that the applicant of the trademark is a sponsor for or licensee of, or is otherwise
associated with the fire apparatus manufacturers' association. Hence, there exists a
likelihood of confusion on relevant consumers (Subparagraph 10 of Paragraph 10 of
Atrticle 30 of the Trademark Act).

In practice, it is common for a group to have owned a certain logo, and such
group may also desire to use a mark identical or similar to that logo to indicate
membership in the group and the goods or services provided by the group. Currently
the Trademark Act does not include provisions banning such applications. Therefore,
a group may, in principle, be allowed to register a mark or similar marks as a
collective membership mark as well as a trademark.

Examples of accepted marks:

B | e
° o e B R 2 AR

The Taiwan Patent Attorneys Association sought to register the image on the left
as a collective trademark and the image on the right as a collective membership
mark. The former mark is designated for use on periodicals, quarterly journals,
gazettes, picture books, and printed publications. Both marks were granted
registration.

The Fangliao Fishermen's Association of Pingtung first registered the image above
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as a collective membership mark to indicate membership in the association, and
later sought to register the same image as a trademark for use on whitebait fish,
fish balls, shredded fish jerky, fish jerky, and preserved dried fish. The latter mark
was also granted registration.

4.3 Post registration matters
4.3.1 Amendment to the regulations governing use

The proprietor of a collective membership mark may amend the regulations
governing use after the mark is accepted for registration, such as changing the manner
in which the mark may be used and the procedural matters; however, the content
indicated by the mark may not be amended. The proprietor must send a copy of the
amended regulations governing use to the trademark registrar office.

4.3.2 Use of collective membership marks

“Use of a collective membership mark™ means the use of such mark by any
member to identify his/her membership in a group in accordance with the conditions
prescribed in the regulations governing the use of such mark (Article 87 of the
Trademark Act). To prevent a collective membership mark from being revoked, the
group must put the mark to genuine use. For example, a collective membership mark
may be used on the badge of membership, membership card, or membership certificate
for the members to wear or for their utilization, or may be used by the members to
print name cards in accordance with the conditions of use prescribed in the regulations
governing use, to identify their membership and to distinguish themselves from
non-members.

4.3.3 Collective membership mark transfer, license, and pledge

The right of a collective membership mark shall not be transferred or licensed
after registration. However, if such transfer or license is unlikely to injure the interests
of consumers or contravene fair competition and has been accepted by the Registrar
Office, such right may be transferred or licensed (Article 92 of the Trademark Act).
Where a collective membership mark transfer or license is concerned, the trademark
registrar office should take into consideration the transferee's or the licensee's
qualifications, and whether the transfer or license will be detrimental to the interests of
consumers and contravene fair competition. Moreover, if a collective membership
mark contains the original mark proprietor's name, an transfer of such mark will result
in a discrepancy between the mark and the mark proprietor's name. In such a case, the
transfer will not be accepted. It would be more appropriate for the transferee to file a
new application to register the mark.
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Examples of collective membership marks accepted for transfer:

TBFA

The proprietor of this mark was originally the Taipei Bills Finance Association,
which was later merged with the Bills Finance Association of the Republic of
China. Pursuant to law, the Bills Finance Association of the Republic of China,
the surviving entity of the merger, succeeded to and acquired the rights associated
with this mark. As the Bills Finance Association of the Republic of China is a
national group for bills and finance businesses, its ownership of this mark would
not be likely to damage the interests of consumers and contravene fair competition.
Therefore, the trademark registrar office accepted the transfer.

The right of a collective membership mark shall not be the subject of a pledge
(Article 92 of the Trademark Act). The purpose of a pledge is to provide security for
the payment of a debt; the creditor may sell the article pledged if the debt is not paid
by the due date. Because collective membership mark proprietors are limited to parties
with certain qualifications, and because to be effective, the transfer of the rights in a
collective membership mark must be accepted by the trademark registrar office, it is
inappropriate for the rights in a collective membership mark to be the subject of a
pledge.

4.3.4 Opposition, invalidation, and cancellation proceedings against collective
membership marks

Any person may file an opposition to registration of a collective membership
mark within three months from the day following the date of publication of
registration on the grounds that such registration falls under Paragraph 1 of Article 29,
Paragraph 1 of Article 30, or Paragraph 3 of Article 65 (Article 48 applicable mutatis
mutandis to Article 94 of the Trademark Act); an interested party may also file
invalidation, or a trademark examiner may submit a proposal for invalidation, against
the registration of a collective membership mark on the same grounds after the date of
publication of registration (Article 57 applicable mutatis mutandis to Article 94 of the
Trademark Act).

A collective membership mark may be revoked under Article 93 of the
Trademark Act, which sets forth the grounds to revoke a collective membership mark,
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as well as on the same grounds as those for the revocation of a trademark (Paragraph 2
and 3 of Articles 63 applicable mutatis mutandis to Article 94 of the Trademark Act).
The grounds for revocation of a collective membership mark as set forth in Article 93
of the Trademark Act refer to the following:

1

. The proprietor of such mark transfers, licenses, or establishes a pledge on the right

of such mark which falls under Article 92 of the Trademark Act: If a collective
membership mark is transferred, licensed, or pledged by the mark proprietor without
the trademark registrar office's approval, such act will have no effect, but is a
culpable act. Therefore, it constitutes a ground for revocation.

. The proprietor of such mark does not manage or supervise the use pursuant to the

regulations governing the use: The proprietor of a collective membership mark must
manage and supervise the use of the collective membership mark to maintain and
protect the common interests of its members to use the mark to indicate membership.
The proprietor's failure to perform such obligation will constitute a ground for
revocation of the registration of a collective membership mark.

. The proprietor of such mark uses the mark improperly that is likely to cause damage

to others or the public: This is a general regulation. In addition to the grounds
specified above, a registration may be revoked if the collective membership mark is
used in a manner that is improper and may therefore cause damage to others or to
the public.

. Although a collective membership mark proprietor may, upon approval by the

trademark registrar office, grant others a license to use the collective membership
mark, it should be noted that if the licensees of the mark commits any of the acts
described above, and the mark proprietor knows of such acts or has reasonable
grounds to know but does not make any objection thereto, this culpable failure by
the collective membership mark proprietor will also constitute a ground for
revocation.
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